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We are living in an era dominated by intellectual property 

rights. As the boundaries between online and offline blur, 

and technology and markets increasingly exist in virtual spaces, the 

importance of patents and trademark registration continues to grow. In 

response, the government has implemented strong policies to promote 

patent acquisition. As a result, even newly founded businesses now 

often secure patents before launching their operations.

However, the reality for many small and medium-sized enterprises 
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(SMEs) is that they lack dedicated legal teams. It’s not uncommon to 

see research and development personnel handling patent procedures or 

sales teams taking on the responsibilities of both launching new brands 

and managing domestic and international trademark registrations.

Unfortunately, many marketers have little to no knowledge 

of trademark law. Since trademark tasks are not their primary 

responsibility and are often viewed as administrative work, marketers 

rarely take the time to study this area. I’ve even encountered marketers 

with ten years of experience who were unable to conduct a proper 

trademark search.

Although branding and trademark law may seem unrelated, they 

should, in fact, be considered together from the very beginning of brand 

planning. Using an unregistered or inadequately protected trademark 

can make it easy for competitors to enter the market and may even lead 

to a flood of imitation products that could ultimately undermine the 

market itself.
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This is particularly critical in Korea, where many industries are 

export-driven. For these businesses, international trademark registration 

is essential. Marketers must at least have a basic understanding of 

trademark law and general procedures, particularly for key markets like 

the U.S. and China, to ensure stable brand management.

Without this knowledge, marketers might find themselves entirely 

dependent on external expertise, unable to supervise or direct tasks 

effectively. You need to understand the basics to delegate tasks 

successfully.

This book is designed for professionals who, despite having no 

background in law or trademark-related fields, are responsible for both 

domestic and international trademark registration and management 

simply because they are marketers.

In particular, this book targets brand marketers working for export-

focused manufacturing companies that prioritize foreign markets over 

the domestic one, thereby expanding the presence and influence of 
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Korean businesses abroad.

Based on my 17 years of experience as a trademark attorney, I 

have filled this book with practical insights from real-world cases. 

While the content may not be the most entertaining, I believe it will 

provide valuable knowledge that can strengthen your career, potentially 

increase your salary, and support your long-term success as a marketer.

March 2023

Park So-Hyun, Patent Attorney
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01. Register It Without Hesitation

Have you heard the news about the famous Korean dessert franchise 

Sulbing finally invalidating a counterfeit trademark in China after 

seven years?

When Sulbing entered the Chinese market, it faced a flood of 

counterfeit brands, leading the company to refund the contract fees of 

its Chinese franchise partners and ultimately withdraw from the market. 

Recently, however, there was good news: the counterfeit trademark 

Sulbing Yuan Su, which had been registered by an imitation brand, was 
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finally invalidated. This fake brand had copied not only Sulbing’s logo but 

also its interior design, menu, and even vibrating pager designs.

Such behavior by Chinese counterfeiters is already infamous, so the 

news wasn’t particularly shocking. What made the Sulbing case a major 

issue were two key factors:

1. No Trademark Protection Before Market Entry:

• Sulbing, despite being a successful franchise, launched its business 
in China without securing trademark rights, which are the minimum 
protective measures. While they likely faced various challenges, it 
would have been better if they had secured their rights or developed 
other strategies before starting their business operations in China.

2. A Lawsuit Filed by Their Partner:

• Sulbing’s Chinese partner filed a lawsuit against the company due 
to unresolved trademark issues. The partner struggled with the 
rampant presence of counterfeiters and eventually gave up entirely.
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Now that the unauthorized trademark registration has been invalidated, 

Sulbing can finally restart its business operations in China.

Registering a company’s core brand as a trademark is this critical—

it can make or break the entire business. Unlike other forms of intellectual 

property, trademarks do not protect creativity but rather the selection and 

registration of identifying marks. For this reason, trademarks are often 

perceived as less valuable than patents or copyrights. This perception is 

especially common in technology-driven companies. 

In contrast, the lifespan of patents and designs is relatively short. 

Although patents are legally valid for 20 years, the technological relevance 

often diminishes within five years. Design trends change even more 

rapidly, making their lifespan even shorter.

Brands, however, are different. The brand, represented by the 

trademark, is the most visible expression of a company’s identity. The more 

a trademark is used, the more its value and reputation increase.
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Once a trademark achieves wide recognition, its lifespan can be 

almost eternal. It’s not uncommon to see brands from bankrupt companies 

still remembered by consumers. Trademarks are indeed one of the most 

efficient and powerful tools for permanently protecting a company’s value. 

Trademarks are, in fact, one of the most efficient and powerful tools for 

permanently safeguarding a company’s value.

Securing Exclusive Rights: The Power to Prohibit Use by Others

The primary benefit of trademark registration is securing legal rights 

to prevent others from imitating your brand. These rights extend not only 

to identical trademarks but also to similar ones. Additionally, these rights 

cover not only identical goods but also similar goods.

The key criterion for determining similarity is the likelihood of 

consumer confusion, which is broader than one might expect.
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To assess likelihood of confusion, three factors are considered:

• Sound (pronunciation),
• Concept (meaning), and
• Appearance (visual form).

If any one of these elements is similar, the trademarks may be deemed 

confusingly similar.

When evaluating product similarity, factors such as the producer, target 

consumers, product features, and effectiveness are analyzed to determine 

if there is market overlap or relatedness. In today’s market, where 

collaborations and new products frequently emerge, the scope of what 

constitutes a similar product continues to expand.

Compared to patents or designs—both of which are relatively easy to 

bypass—trademark rights are remarkably broad. This is because trademark 

law aims not to protect creative works but to safeguard business trust and 

fair trade practices through the selection and use of trademarks.

Preventing Third-Party Registrations
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Trademark registration also prevents third parties from registering 

identical or similar trademarks for identical or similar goods. The patent 

office automatically rejects conflicting trademark applications, eliminating 

the need for further action once your trademark is registered. Registration 

alone ensures that similar trademarks are filtered out.

Ensuring Usage (Indirect Benefit)

For many companies that dislike legal disputes, the most important 

benefit of trademark registration is the perceived security that it provides. 

Once registered, a trademark creates the impression that the company is 

unlikely to face lawsuits over its usage.

Although this belief is not entirely accurate, it is practically valid 

about 98% of the time. Unless a registered trademark is a direct imitation 

or has a significant impact on another business, it is unlikely to face legal 

challenges. Most ordinary companies prefer to avoid lawsuits and disputes 

altogether.

However, trademark registration does not provide absolute protection 
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for usage. Trademark registration and actual use are separate matters. Even 

with a registered trademark, there are rare cases where its use may infringe 

on pre-existing rights held by another party.

A Trademark Is Insurance, a Weapon, and an Asset

Trademark rights are a powerful weapon against imitation. While 

they may not immediately generate profits for a business, they act as 

insurance—ready to be deployed when necessary. Trademarks protect the 

core of a brand, and their value grows the more they are used, ultimately 

becoming a permanent asset for the company.
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02. Think About It from the Beginning

It’s surprisingly common for companies to contact me saying they want 

to register a trademark just a week before their product launch. This is 

absolutely unacceptable.

These companies often assume that trademark registration is a given. 

However, registering a trademark is far more challenging than they expect. 

In most cases, not only will their trademark application be rejected, but 

they also won’t be legally allowed to use the trademark.
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If the issue is simply that the trademark lacks distinctiveness and can 

be registered by adding a logo or symbol, they should consider themselves 

lucky. The real problem arises when there is a pre-existing, similar 

registered trademark that is also actively in use. In such cases, there may be 

no other option but to change the brand entirely.

Marketers naturally perform competitive analysis during the early 

stages of product planning. They investigate whether competitors have 

already established brands in the same industry or for similar products. 

They also examine what names and marketing strategies those competitors 

have used.

However, many marketers neglect to verify whether the brand they 

want to use is already registered or if it is legally permissible under 

trademark law.

There may be brands that are registered but not actively used. From a 

marketer’s perspective, a particular trademark might not seem similar at 

all, but under trademark law, it could still be deemed confusingly similar. 
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Additionally, even if two products do not seem to overlap in the actual 

market, trademark law might still consider them to have a potential for 

conflict.

Today, brands often come first, with products being developed to fit the 

brand. Imagine spending months planning, strategizing, and developing 

a product, only to be forced to change the brand at the last minute. For a 

marketer, that would be a nightmare.

Trademark Registration Must Be Considered from the Brand 

Planning Stage

Even if you choose a brand that might not qualify for registration, you 

should have a contingency plan and make strategic decisions early on. It’s 

not advisable to move too far into the business process only to find yourself 

with no choice but to push forward with an unregistered brand.

You can file your trademark application right before the product launch 

if necessary. However, you should evaluate the possibility of trademark 

registration during the naming process.
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Large branding firms already follow this approach. Once a product 

concept and brand strategy are finalized, the first task is naming. At this 

point, they collaborate with trademark experts to check the possibility of 

registration and receive feedback before finalizing the name. Brand and 

product design come afterward.
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03. Anything Can Be a Trademark

According to trademark law, a trademark is defined as “any sign that 

identifies the goods of one party and distinguishes them from the 

goods of others,” i.e., a mark that indicates the provider of the goods.

Identification as a Source Indicator – The Function of a 

Trademark

Because of its ability to differentiate between one’s goods and those of 

others, a trademark serves various functions.
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For example, among many types of digestive tonics, seeing the “Fan 

Symbol” on a Whal Myung Su bottle helps consumers recognize that it’s a 

product made by a specific company. This is the identification function. 

At this point, consumers may also think:

“That company is reliable, so this product must be better than 

similar ones.”

“I’ve tried it before and it was better than other brands. It’ll 

probably be the same this time.”
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This assumption is the quality assurance function 

of the trademark.

Additionally, if a planner made by Louis 

Vuitton catches your eye just because of the brand, this demonstrates the 

advertising and promotional function of a trademark.

Determining Trademark Use – The Core Role of Source 

Identification

The most important and core role of a trademark is its ability to indicate 

the source of a product or service. If a sign cannot serve as a source 

identifier or is not used for that purpose, it is not considered a trademark.

For example, in a trademark infringement case brought by Agatha—

which uses a Scottish Terrier dog shape as its representative brand—the 

court ruled that although both Agatha and Swarovski used dog-shaped 
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designs, Swarovski’s dog design was merely decorative and did not 

function as a source identifier. Therefore, it was not deemed trademark 

infringement. 

In this case, since Swarovski’s dog design was not being used as a 

trademark but merely as a design, there was no trademark infringement.

Anything Can Be a Trademark

In the past, only visual elements such as text, symbols, and company 

logos were recognized and protected as trademarks.

However, with changes in industry, non-verbal and non-visual elements 

have become key aspects of branding and serve as source identifiers for 

consumers. As a result, today, any sign that can be used to indicate the 

origin of a product or service can become a trademark.

For instance, if a product’s shape itself functions as a source identifier, 

it can be registered as a three-dimensional trademark.
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During the Apple-Samsung 

patent dispute, the U.S. court sided 

with Apple, not because the two 

smartphones had similar designs but 

because the early Samsung Galaxy 

models were deemed to have imitated 

the source-identifying design of the iPhone 3, which had already achieved 

significant recognition. This was considered trademark infringement.

Although products with similar designs, such as the Prada phone, 

existed before the iPhone 3, the court found that the unique curvature, bezel 

size, and home button of the iPhone 3 had become a trade dress—a product 

design functioning as a trademark. Consequently, this design required 

trademark protection.

Following trademark law principles, which protect trademarks and 

their similar variations, the court determined that the early Galaxy models 

infringed on Apple’s trademark rights.
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Other Non-Traditional Trademarks

Colors and Color Combinations:

• If a color or combination of colors has sufficient 
source-identifying capability, it can be registered as a trademark. 
However, since there are a limited number of colors available, 
proving widespread recognition is often necessary for 
registration.

• Currently, the Korean Intellectual Property Office 
has registered only one color trademark: the golden 
color of Haribo’s Golden Bear packaging. According to 
reports, the annual production of Haribo Golden Bears 
is enough to circle the Earth four times.

Sounds:

• Sound trademarks are also registrable. Examples include the 
popular advertisement jingle “The Genuine Jangsu Stone Bed 
Has Five Stars” and the comedian catchphrase “Okay, I Don’t 
Get It.” Other sound trademarks include the notification sound 
of KakaoTalk, Pinkfong’s theme sound, and the engine sound of 
Harley-Davidson motorcycles.

Scents:

• While there are currently no registered scent trademarks in Korea, 
scents such as the grape scent of a shopping mall or the signature 
fragrances of Hermès and Chanel No. 5 could theoretically be 
registered if they possess source-identifying capability.
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Shape, Sound, and More: Any Source Identifier Can Be a 

Trademark

Anything that can serve as a source identifier can become a trademark. 

For instance, the Korean Supreme Court recognized Adidas’ three-

stripe design as a trademark when placed on specific locations, such as 

the sleeves of a T-shirt or the side of a shoe, because consumers widely 

associate this with Adidas products.

A similar example is Christian Louboutin, the luxury French shoe 

brand known for its signature red soles. Louboutin’s shoes, including high 

heels, have featured bright red soles since the brand’s early days. Over 

time, consumers came to recognize any shoe with a bright red sole as a 

Louboutin product, even confusing non-Louboutin shoes with red soles as 

being part of the brand.
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Despite initial controversy, this red sole was ultimately recognized as a 

trademark because it functions as a source identifier.

There have even been attempts to register the unique architecture 

of buildings as trademarks. One notable case involved the Urban Hive 

building located at the intersection near the Gangnam Kyobo Bookstore 

in Seoul. The applicant argued that the 

building’s distinctive exterior could be 

recognized by consumers as representing 

a particular company. Although the Patent 

Court rejected the application due to 

insufficient distinctiveness, similar cases 

may continue to emerge in the future.

Recently, discussions have taken place regarding whether interior 

designs can be registered as trademarks. Global franchises like 

McDonald’s, Apple, and Starbucks maintain consistent interior designs 

worldwide to strengthen their brand identity. In the U.S., the interior design 

of Apple Stores is already registered as a trademark.
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In Korea, however, trademark registration for interior designs is still 

under review. For now, the Unfair Competition Prevention Act has been 

revised to prohibit the imitation of interiors that function as trade identifiers.

Nevertheless, under the principle that “anything with source-identifying 

capability can be a trademark,” building exteriors and interiors should 

theoretically be eligible for trademark registration. Any feature that can 

function as a brand and serves as a source identifier can be registered as a 

trademark.
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04. Not Everything Can Be Registered  
- Reason for Trademark Registration 

Denial: Lack of Distinctiveness

Earlier, we discussed that any source-identifying sign can be eligible 

for trademark registration. However, not all signs are registrable.

Since a trademark is a sign used to identify the source of a product, the 

sign itself must have the ability to serve that purpose. This capability is 

referred to as distinctiveness.

Understanding distinctiveness can be difficult. It refers to a trademark’s 

inherent ability to distinguish your goods from others. Essentially, you can 
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think of it as the trademark’s ability to function as a brand.

However, it is not easy to define exactly what this ability to function as 

a brand entails.

Trademark law, therefore, does not define what constitutes a distinctive 

trademark. Instead, it specifies which trademarks lack distinctiveness. 

Anything that does not fall into these categories is presumed to be 

distinctive.

Categories of Non-Distinctive Trademarks

• Generic names of products
• Industry-standard terms (common descriptive signs)
• Descriptive signs (technical terms)
• Well-known geographical names and maps
• Common surnames or names
• Simple and commonly used signs
• Other non-distinctive signs (e.g., words indicating locations, 

slogans, phrases)

Why These Marks Cannot Be Registered

The common characteristic of these non-distinctive marks is that they 
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should not be monopolized by a single entity.

Trademark registration grants exclusive rights to the trademark owner, 

meaning only they can use the mark for the designated goods, and others 

cannot register or use similar marks.

In other words, if it would be unreasonable for one person to 

monopolize the mark, the trademark application will be rejected.

This principle is known as adaptability for monopoly, which serves as 

a crucial criterion for determining distinctiveness. If monopolization by a 

single entity is reasonable (sufficient adaptability for monopoly), the mark 

is considered distinctive. Conversely, if monopolization is unreasonable 

(insufficient adaptability for monopoly), the mark is deemed weakly 

distinctive or non-distinctive.

Generic Names of Products

Words like “apple,” “computer,” or “coffee” are generic names for their 

respective products.
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It is natural for people to refer to items by their generic names. 

Registering a trademark implies exclusive rights over that name, meaning 

only the trademark owner could use it, and others would not be able to 

refer to the product by its name.

This is unreasonable because generic names must remain freely usable 

by everyone.

For instance, although Orion has a product called “Choco Pie,” Lotte 

can also produce and sell a product called “Lotte Choco Pie.” This is 

because “Choco Pie” is a generic name that cannot be monopolized.

Orion once filed a lawsuit to invalidate the registration of Lotte Choco 

Pie on the grounds that it was similar to Orion Choco Pie. However, the 

Supreme Court ruled that “Choco Pie” is a generic name or common 
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descriptive sign, and therefore, it cannot be monopolized. As a result, 

Orion Choco Pie and Lotte Choco Pie were not considered similar under 

trademark law.

What About ‘Apple’?

So, what about the well-known computer and smartphone manufacturer 

Apple? Isn’t “apple” a generic word in English for a fruit? Does this mean 

that generic English terms can be registered?

No. The same rules apply regardless of whether the term is in Korean, 

English, or any other language commonly understood by domestic 

consumers.

The reason “Apple” can be registered as a 

trademark is because it is used for goods like 

computers and smartphones. The generic name for 

those products is “computer” or “smartphone,” not 

“apple.”
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In other words, even if a word is a generic name for one type of 

product, it is not considered generic for other types of goods. For example, 

you could theoretically register “chair” as a trademark for diet supplements 

because “chair” is not the generic name for those products.

Additionally, while a trademark composed solely of a generic name 

cannot be registered, it may be possible to register a trademark if the 

generic term is combined with other distinctive elements.

For example, the trademark “Choco Pie” cannot be registered by itself 

because it lacks adaptability for monopoly and distinctiveness. However, 

trademarks like “Orion Choco Pie” or “Lotte Choco Pie” can be registered 

unless there are other reasons for refusal. The addition of the distinctive 

elements “Orion” and “Lotte” provides sufficient distinctiveness to the 

trademark.

Industry-Standard Terms (Common Descriptive Signs)

Terms commonly used within an industry to refer to certain products 

cannot be registered as trademarks. Examples include “Obokchae” (a type 
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of Korean herbal remedy), “Hamheung Naengmyeon” (a regional style of 

cold noodles), and “Jeongjong” (a type of sake).

Some common descriptive signs were originally developed as brand 

names but became so widely used as product names that they lost their 

distinctiveness. Examples include “Pong Pong” (dish detergent), “Scotch 

Tape” (pressure-sensitive tape), and “Magic Block” (a type of sponge 

cleaning pad).

This issue often arises due to poor trademark management. Trademark 

owners may focus solely on promoting the brand without ensuring that 

consumers can distinguish between the brand and the product name.

For example, 3M invested significant time and money to reestablish 

“Post-it” as a trademark after it had become widely recognized as a generic 

term for adhesive notes. Although the aggressive issuance of warning 

letters has since subsided, many people still refer to adhesive notes as 

“Post-its” rather than using the official product name.
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Once a brand name becomes a common descriptive term, it is nearly 

impossible to regain its status as a trademark. Therefore, when launching a 

new product, it is crucial to separate the brand name from the product name 

and manage the brand to ensure that it functions solely as a trademark.

Descriptive Signs

Trademarks that describe a product’s features, ingredients, origin, or 

content are also not registrable. If a trademark merely describes the product, 

making its nature immediately apparent, it is considered inappropriate for 

exclusive ownership.

Examples include:

• “Jeju Black Pork Belly”
• “Original Grandma Hangover Soup since 1960”
• “Whitening Lotion”
• “Thermal Spandex Jeans”
• “Deco Sheet”

Typically, it is determined whether the trademark describes the nature 

of the goods it is used for. However, there are some terms that are always 

deemed non-distinctive regardless of the product, such as:
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• “BEST,” “SUPER,” “DELUXE,”
• “Excellent,” “Original,” or “New.”

Sometimes it is clear that a trademark is descriptive and lacks 

distinctiveness. In other cases, it can be difficult to determine whether a 

trademark is descriptive, as there is no definitive answer. Judgments can 

vary based on individual opinions, industry trends, or the social climate at 

the time.

The courts have recognized distinctiveness for trademarks such as:

• “SMART & SOFT” (refrigerator),
• “PUREYOGA,”
• “BLUEMARK” (ink),
• “LESS DESIGN,”
• “MaxTea,”
• “Wireless HD,”
• “Albachungkuk,” and
• “Bulgarius.”

However, other trademarks have been deemed non-distinctive, 

including:

• “Hmart,”
• “Uglydoll,”
• “HIWOOD,”
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• “PNEUMOSHIELD,”
• “EasiCard,”
• “Vita Soymilk,”
• “Paper Country,” and
• “BLACKCARD” (credit card).

Well-Known Geographical Names and Maps

Well-known geographical names, such as “Seoul,” “Dongdaemun,” 

“Jangchung-dong,” and “Bulguksa,” cannot be monopolized as trademarks. 

Geographical names must remain freely usable by the public.

Currently, retro-themed brand names like “Seoul Sanghoe,” “Euljiro 

19beonji,” and “Yeonnam-dong There” are trending, but these brands face 

difficulties in obtaining trademark protection due to the use of well-known 

geographical names.

Common Surnames or Names

Common surnames such as “Kim,” “Manager Oh,” or “President Park” 

lack distinctiveness and cannot be registered. Similarly, widely recognized 

foreign surnames, such as “Smith,” cannot be monopolized.
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Simple and Common Signs

Simple and common shapes (e.g., triangles, cones), trademarks 

composed of a single letter, two-letter combinations, or sequences of 

significant numbers (e.g., “123”) cannot be registered.

Location Indicators, Slogans, and Phrases

Trademarks that indicate locations, or those that are slogans or 

catchphrases, may also be denied registration. For example, a trademark 

application for “Speed 011” was rejected because granting exclusive rights 

was deemed inappropriate.

Additionally, terms like “Town,” “Market,” “Land,” “Plaza,” and 

“Village,” as well as commonly used words like “Story” and “Today,” are 

considered non-distinctive.

Advertising slogans and catchphrases may also be denied registration. 

Since they often describe the product being offered, they are not considered 

suitable for exclusive ownership. Examples of difficult-to-register slogans 

include:
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• “We’re Precious,”
• “Good Morning,”
• “Just Do It,” and
• “Be Smart.”

Slogans and Copyright Protection

Advertising slogans and catchphrases are also not protected under 

copyright law. According to the Korean Supreme Court, such phrases are 

too short to meet the criteria for copyright protection.

Publicly Significant Marks

Marks with high public significance, such as “www,” “114,” “Jogye 

Order,” and “YOLO,” are considered non-distinctive. Granting exclusive 

rights to such marks is seen as inconsistent with public sentiment and the 

need for free use by consumers.

However, Non-Distinctive Marks Can Be Registered If They 

Become Widely Known

Even if a mark lacks distinctiveness, it can be registered and protected 
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if it becomes widely recognized through use. While trademarks protect 

selection and registration, they also serve to protect consumer trust. If 

a non-distinctive mark becomes widely known as a specific person’s 

trademark, it is reasonable to register and protect the mark to safeguard 

consumer perception and ensure fair trade.

For example, LG initially faced rejection when applying to register the 

two-letter trademark “LG” after its name change. Two-letter combinations 

are generally considered simple and common signs. However, after gaining 

significant recognition over approximately ten years, LG was eventually 

able to register the “LG” mark.

Similarly, Google’s GMAIL was initially registered in 2006 only 

when combined with other elements, such as a design or the “Google” 

name. Over time, however, GMAIL became sufficiently well-known to be 
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registered on its own.

Combining with Other Distinctive Elements

A trademark composed solely of non-distinctive elements will 

be denied registration. However, if combined with other distinctive 

elements—such as letters, words, or designs—the mark may be registered.

It is important to note that in such cases, exclusive rights apply only to 

the distinctive elements, not the non-distinctive parts of the trademark.
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05. The Registration Strategy of ‘Delicious 
Milk GT’

How to Register a Trademark That Lacks Distinctiveness

According to trademark law, it is advisable not to use a non-

distinctive mark as a brand. This is because such marks are not 

eligible for registration, and even if they are registered, enforcing trademark 

rights may prove difficult. For stable trademark protection that prevents 

third parties from registering or using similar marks, it is better to avoid 

non-distinctive brand names during the naming stage.

However, trademark registration is ultimately a business tool. If using a 
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non-distinctive brand significantly boosts sales due to marketing strategies, 

it might not make sense to prioritize trademark registration over business 

success.

There are cases where non-distinctive marks play a crucial role in brand 

strategy, especially in industries like food service, cosmetics, and other 

product categories where branding is highly significant. In such industries, 

intuitive and straightforward brand names may be preferred depending on 

trends and brand hierarchy.

For instance, in the food industry, names such as Delicious Milk GT, 

Bananas Are Originally White, and Really Delicious Jjampong have 

become popular in recent years despite their lack of distinctiveness.

Even if these marks seem non-distinctive, it is still beneficial to secure 

their registration through any possible means.

Why Register Non-Distinctive Marks?

You might wonder why it is worth trying to register a non-distinctive 
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trademark when monopoly rights over it are unlikely. However, many 

trademarks exist in a gray area between distinctive and non-distinctive. 

Unless a trademark is an obvious generic term (like a product name), 

whether or not it has distinctiveness can be subjective. Ultimately, only 

bodies such as the Patent Office, courts, or the Supreme Court can make a 

final determination.

Once a trademark is registered, it becomes challenging to definitively 

deny its distinctiveness without a court ruling. Moreover, even non-

distinctive marks can become widely known through use. While they 

may eventually be registrable on their own after gaining fame, having 

a registered trademark beforehand makes enforcing rights against third 

parties easier.

How to Apply for Registration of a Non-Distinctive Trademark

1. Combine the Trademark with a Logo or Symbol

• One of the easiest ways to enhance the distinctiveness of a non-
distinctive mark is to combine it with a graphic element, such as a 
logo or symbol. Under Korean trademark law, registration is denied 
only for trademarks composed solely of non-distinctive elements. If 
a mark acquires overall distinctiveness through additional elements, 
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it can be registered.
• You can stylize the letters of the trademark or combine them with a 

separate logo or symbol. However, for successful registration, merely 
stylizing the letters may not be sufficient; combining the trademark 
with a distinct logo is usually more effective.

• For example, when LG changed its corporate name, its two-
letter trademark applications were initially rejected because two-
letter combinations were considered simple and common signs. 
To overcome this, LG combined its trademark with a smiley logo to 
secure registration. It wasn’t until about ten years later, after gaining 
significant brand recognition, that LG successfully registered the 
two-letter trademark on its own.

2. Combine the Trademark with Distinctive Text

• Another approach is to combine the non-distinctive mark with 
other text that has sufficient distinctiveness for registration. For 
example, an application for Delicious Milk GT alone was rejected, 
but Namyang Delicious Milk GT was successfully registered because 
the distinctive element “Namyang” was included.
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3. Modify the Trademark

• You can also modify the trademark to create a new coined term 
that has inherent distinctiveness. This allows for registration without 
the need for additional design elements.

4. Apply for Multiple Versions Simultaneously

• Although combining the trademark with other elements can 
enhance its distinctiveness, it is not ideal in terms of the scope of 
trademark protection. The best-case scenario is to register the brand 
name on its own.

• For trademarks that fall into a gray area between distinctive 
and non-distinctive, it may be wise to file two applications 
simultaneously:

	 1. one for a modified version of the trademark (e.g., with a logo or 
additional text), and

	 2. one for the original text-only trademark.

• This approach allows you to evaluate the results of both 
applications.

• If both applications are approved, that is the best outcome. 
However, even if only the modified version is approved, you can 
still register it and later reapply for the original text-only trademark. 
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Since you already hold a similar registered trademark, the likelihood 
of approval for the original mark increases.

Why Trademark Registration Is Crucial

Whether you combine your trademark with a logo or additional text, 

it is still important to apply for registration, even if the mark is perceived 

as non-distinctive. Unless the lack of distinctiveness is absolutely clear, 

obtaining a registered trademark reduces the risk of future disputes and 

provides more stability for your business.

Ultimately, it is advisable to register your brand under any 

circumstances. Just be sure to strategize how to file your application in a 

way that maximizes the chances of successful registration.
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06. Register Even Non-Trademark Items

Quiz: Are ‘Taebaek Mountain Range,’ ‘Think Different,’ and ‘Big 

Mac’ Trademarks?

The answer is no. Surprisingly, items such as business names, 

publication titles, advertising slogans, and menu names are not trademarks.

Even Big Mac is not a trademark? That’s right. In 2019, the European 

Union Intellectual Property Office (EUIPO) ruled that Big Mac was not 

used as a trademark but merely as a menu name. This decision was made in 
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a trademark cancellation case filed by a startup fast-

food chain called Supermac’s, which argued that 

McDonald’s had not used the Big Mac trademark 

in commerce.

There may be room for debate about whether 

Big Mac, a globally recognized name, is really just a menu item. However, 

what we need to remember here is that menu names are not trademarks.

What Is a Trademark?

A trademark is a source-identifying sign that distinguishes your goods 

from those of others. In simpler terms, it’s a sign that tells consumers who 

made the product. A menu name describes the contents of a dish, not who 

provides it, and therefore, it is not a trademark.

• A business name  is a name used by a merchant to identify their 
business operations, similar to an alias or stage name. It is not a 
trademark.

• A publication title  refers to the title of a book, which describes or 
hints at its contents. It is not a source indicator and therefore not a 
trademark. A publisher’s or author’s name might serve as a source 
indicator instead.

• Advertising copy typically consists of phrases that highlight a 
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product’s excellence or concept. While it may sometimes serve a 
source-identifying function due to its popularity, this is rare, and 
advertising copy is generally not considered a trademark.

• Slogans, phrases, and catchphrases are also usually deemed to 
lack distinctiveness as trademarks.

Examples include:

• Our Green Land
• Tankism
• Life’s Good
• Think Different
• Just Do It

Most brands and businesses use slogans and catchphrases, but these are 

not considered trademarks and do not receive protection.

Additionally, the Korean Supreme Court has ruled that advertising 

slogans are too short to qualify for copyright protection. Therefore, slogans 

are protected neither under trademark law nor copyright law.

Still, Try to Register It

Even though slogans, names, and other items may not be trademarks, 

that doesn’t mean they cannot be registered. Registration might come with 
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challenges in enforcing rights, but it is still worth pursuing.

Trademark examiners cannot easily determine whether a submitted 

sign is a menu name, store name, or publication title. If the sign does 

not describe the product and there are no similar prior trademarks, the 

examiner is obliged to approve registration unless other grounds for refusal 

exist under trademark law.

Therefore, even if the mark in question is not inherently a trademark, 

such as a business name, publication title, or menu name, it is beneficial to 

register it through any possible means.

Limitations and Considerations

Even after registration, enforcing rights against third parties may be 

difficult. This is because trademark registration, use, and infringement are 

separate matters.

However, having a registered trademark is still better than having none. 

Legal disputes over whether a sign qualifies as a trademark can only be 
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resolved through court rulings.

Although a business name may not be considered a trademark, it often 

functions as one. In modern society, distinguishing between a business 

name and a trademark is increasingly difficult—especially in the service 

sector, where they often overlap.

For example, is the name of a popular 

restaurant a business name or a brand? Consider 

Choma Jjampong in Hongdae, a famous local 

restaurant. Initially, it was a single small store, 

but it became so popular that it opened additional 

locations and even launched a Peacock Choma Jjampong product in 

partnership with E-Mart. Consumers now recognize Hongdae Choma 

Jjampong as a brand rather than just a restaurant name.

Determining when a business name becomes a brand is challenging. 

How can you pinpoint when it stopped being just a business name and 

became a trademark?
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The same applies to publication titles and menu names. It’s difficult to 

draw a clear line between what functions as a trademark and what does not. 

Often, this requires legal proceedings for a final determination.

Practical Advice: Register When Possible

If a name—whether it’s a business name, publication title, or menu 

name—can be registered, it is better to secure that registration.

However, slogans and advertising copy face stricter scrutiny under 

trademark examination guidelines, which explicitly classify them as non-

registrable marks.

One strategy is to follow the example of Delicious Milk GT. You can 

combine the slogan with a logo or other distinctive text to increase the 

likelihood of registration. Alternatively, you can modify the slogan to avoid 

forming a complete sentence. For instance, a T-shirt brand once used the 

slogan We Are Not Fat. When they removed the word are and applied for 

the trademark We Not Fat, the application was approved.
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Build a Wide Fence of Prote ction

Rather than registering only the trade  marks you intend to use, register 

all words (brands) you want to monopolize. How you use those words 

doesn’t matter. If there is a word you want exclusive rights over, apply for 

its registration.

The purpose of trademark registration is not to obtain permission to 

use a mark but to prevent others from copying it. By building a protective 

fence, you block competitors from entering your territory. Therefore, it’s 

wise to register trademarks across all areas where imitation might pose a 

risk.

When it comes to trademarks, adopting an aggressive registration 

strategy can be advantageous.
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상표메뉴얼북

07. How to Determine Similar Trademarks 
- Reason for Trademark Registration 

Denial: Pre-Existing Similar Trademark

Once you have chosen a brand that can be monopolized and has 

source-identifying distinctiveness, the next step is to check for any 

pre-registered trademarks.

Since trademark law protects selection and registration rather than 

creation, the principle of prior registration is paramount. No matter how 

creative or original a coined trademark may be, if a similar trademark has 

already been registered, your application will be rejected.

This rejection applies not only to identical trademarks but also to 
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similar ones. Identifying identical trademarks is straightforward, but 

determining the boundaries of what constitutes a similar trademark can be 

more complex.

Likelihood of Confusion

A trademark is considered similar when there is a likelihood of 

confusion among consumers regarding the source of the goods. If 

consumers might mistakenly believe that trademarks A and B come from 

the same company, the marks are deemed similar.

The likelihood of confusion is assessed based on three key elements:

• Pronunciation (sound)
• Appearance (visual)
• Meaning (concept)

Even if only one of these elements is similar, the trademarks may still 

be considered similar.

1. Pronunciation

Pronunciation is especially important for word-based trademarks. 
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The scope of similarity in pronunciation can be surprisingly broad. For 

example:

• Korean consonants like “ㄷ” (d) and “ㅌ” (t) are deemed similar.
• Trademarks with the same consonants but different vowels may 

also be considered similar.
• Even when only letters like m, l, or n differ, the marks can still be 

judged as similar.

Short trademarks with fewer syllables are more prone to being 

perceived as similar in overall sound. For instance, the trademarks “대칸” 

(DaeKhan) and “tecan” were once ruled similar. This is a highly subjective 

assessment that can vary based on individual perception.

2. Appearance

Visual similarity is particularly relevant for logos and symbol-based 

trademarks. However, the scope of visual similarity tends to be narrower 

than that of pronunciation.

Trademarks are not considered visually similar simply because they 

share the same motif or creative inspiration. Instead, the comparison 

focuses on whether a consumer without prior knowledge of the trademarks 
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would find them visually similar enough to cause confusion regarding the 

source of the goods.

In recent years, courts have increasingly ruled that trademarks are not 

similar if their overall appearance is sufficiently different, even if their 

pronunciation is similar. This trend reflects the fact that consumers in the 

digital era often visually perceive trademarks on screens rather than hearing 

them pronounced.

3. Meaning

Conceptual similarity refers to cases where trademarks convey the 

same idea, such as the Korean word “말표” (horse) and the English word 

“horse.” However, confusion due to conceptual similarity is relatively rare.

Even if trademarks share the same meaning, consumers are less likely 

to confuse them if the words sound entirely different. As a result, recent 

trademark examinations tend to prioritize pronunciation and appearance 

over meaning.
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General Principles

Although pronunciation, appearance, and meaning are important 

factors, trademark similarity ultimately hinges on whether consumers are 

likely to be confused about the source. For example, the Korean trademark 

“프리다” (Freeda) might be deemed similar to the famous luxury brand 

“Prada” due to similar pronunciation. However, if “Freeda” is written as 

“freeda” in English, it may not necessarily cause confusion with “Prada.”

Actual Usage Is Irrelevant

In trademark examination, how a trademark is used in practice does 

not matter. The comparison focuses solely on the registered trademark and 

the applied-for trademark to determine whether there is a likelihood of 

confusion based on pronunciation, appearance, and meaning.
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Whole-Trademark Observation vs. Key Element Observation

Another important principle in determining trademark similarity is 

whole-trademark observation. This means that trademarks are compared 

in their entirety rather than focusing on a single element.

For example, when comparing “Beyond Platform” with “Beyond,” the 

trademarks should not automatically be deemed similar just because they 
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share the word “Beyond.”

In the past, trademark examinations often ruled that multi-element 

trademarks were similar if even one element was identical. However, this 

mechanical approach has been corrected by numerous court precedents, 

leading to more refined assessments today.

That said, key element observation is also applied when certain 

elements of a trademark are particularly significant. If a trademark is 

composed of both distinctive and non-distinctive elements, the non-

distinctive elements may be disregarded in the similarity assessment.

For example, if the trademarks “Whitening AIC Cream” and “AIC 

Lotion” are used for cosmetics, they may be deemed similar because 

“whitening,” “cream,” and “lotion” lack distinctiveness in this product 

category. The comparison would focus on the shared element “AIC.”

Similarly, when a trademark consists of an adjective and a noun, the 

noun typically carries more weight in the similarity assessment.
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Impact of Well-Known Brands

Interestingly, the scope of protection for well-known trademarks 

can sometimes be narrower. For example, in one case, the trademark 

“ROLENS” was ruled not to be similar to the famous watch brand 

“ROLEX.” The court reasoned that due to the high reputation of “ROLEX,” 

consumers were unlikely to confuse “ROLENS” with it.
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Challenges in Determining Similarity

Determining trademark similarity is as challenging as assessing 

distinctiveness. Although the likelihood of confusion is evaluated based 

on pronunciation, appearance, and meaning, there is no definitive answer. 

Judgments can vary depending on the examiner’s or court’s perspective.

The criteria for similarity also evolve over time due to changes in 

market conditions and consumer behavior. Additionally, factors such as the 

distinctiveness of the cited trademark and its public recognition must be 

considered, further complicating the assessment.

Therefore, unless there is an identical or nearly identical pre-existing 

trademark, it can be a viable strategy to file the application and obtain the 

examiner’s assessment during the examination process.
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08. Considering Product Similarity : How 
to Determine Similar Products

A common misconception is that registering a trademark gives the 

registrant rights over the word itself. This is not true. Trademark 

rights function like territorial claims—marking a specific domain for 

exclusive use. By registering a trademark for a particular category of goods 

or services, the registrant gains rights only within that designated category.

When filing a trademark application, you must specify which goods or 

services will be protected by the trademark. The resulting trademark rights 

are limited to those specified categories.
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Previously, we discussed how both identical and similar trademarks 

cannot be registered or used if a pre-existing registration exists. Similarly, 

this principle applies not only to identical products but also to similar 

products. Conversely, even if two trademarks are identical or similar, 

registration may be possible if the products or services are deemed 

dissimilar.

So, what does it mean for products to be similar?

Principle of Similarity

Product similarity is evaluated based on market circumstances and 

other specific factors. The assessment considers:

• Product content, quality, shape, and purpose
• The range of producers, sellers, and consumers
• Overlapping market conditions

Ultimately, the key question is whether the use of identical or similar 

trademarks would cause consumers to mistakenly believe that the products 

are manufactured or sold by the same company.
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For example, in a case concerning whether “perfume” and “car air 

fresheners” were similar products, the Supreme Court of Korea ruled that 

they were dissimilar. This decision was based on differences in product 

purpose, producers, sellers, and consumer demographics.

The Role of Similar Product Codes (Similarity Groups)

Given the rapid changes in market conditions and the difficulty of 

understanding every product’s details, many countries, including Korea, 

use a system of similar product codes to simplify the assessment of product 

similarity.

Each product is assigned a similar product code, and products with the 

same code are considered similar for examination purposes.

Example: Perfume vs. Car Air Freshener

Perfume is typically a cosmetic product applied to the human body, 

while car air fresheners are used inside vehicles. Despite some overlap 

(e.g., a few small companies producing both types), perfumes are generally 

produced by cosmetic companies and sold in department stores, whereas 
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car air fresheners are produced by automotive suppliers and sold in auto 

shops. The typical consumer demographics for these products also differ, 

which led the court to conclude that they are not similar. (Supreme Court 

ruling, June 16, 2006, Case No. 2004Hu3225)

Finding Similar Product Codes

You can check the similar product codes on the Korean Patent Office’s 

website under the “Product Classification Codes” section. These codes are 

updated regularly to reflect case law, examination examples, and industry 

trends.

It is important to note that similar product codes are not the same 

as product classifications. The world’s patent offices, through the Nice 

Agreement, have divided goods and services into 45 categories. However, 

in Korea, these classifications mainly serve to determine application fees 

rather than to assess product similarity.

Products in different classifications can have the same similar product 

code, meaning they may still be considered similar despite belonging to 
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separate categories.

Limitations of Similar Product Codes

While similar product codes provide a reference for examiners, they are 

not the final standard for determining similarity. Courts and appeal boards 

do not base their decisions solely on these codes. Instead, they consider 

real-world trade practices and circumstances.

Considering Trade Practices

Markets evolve continuously. Products that seemed entirely unrelated a 
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decade ago may now require a similarity assessment.

For example, when Samsung first developed and widely used the 

Galaxy brand for smartphones, Orient Bio likely did not anticipate that 

Samsung’s smartphones could infringe on its trademark for Galaxy 

watches. At the time, smartphones (classified under Class 9) and watches 

(classified under Class 14) were considered entirely separate product 

categories.

However, over time, Samsung expanded the Galaxy brand to include 

accessories and devices like smartwatches. These smartwatches, though 

essentially small computers, functionally and visually resemble traditional 

watches, blurring the lines between the two categories. As a result, 

Samsung’s Galaxy Smartwatch could potentially infringe on the Galaxy 

watch trademark.

Indeed, Orient Bio, the trademark owner of Galaxy (watches), filed a 

trademark infringement claim against Samsung. The dispute was ultimately 

resolved when Samsung acquired Orient Bio’s trademark rights.
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Market Trends and Overlapping Product Categories

Another example is the growing trend of derma cosmetics 

(medicinal skincare products). Some cosmetics (Class 3) are now nearly 

indistinguishable from medicated creams (Class 5) in terms of ingredients 

and effects, with packaging designed to resemble pharmaceutical products.

Such crossovers between product categories are becoming increasingly 

common, making it essential to consider current market conditions when 

assessing product similarity.

In conclusion, while similar product codes provide a useful reference, 

true product similarity should be assessed on a case-by-case basis, 

considering factors such as trade practices, market conditions, and 

consumer expectations. This approach helps ensure that trademark 

examinations remain flexible and responsive to evolving market realities.
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09. How to Conduct a Prior Trademark 
Search Using KIPRIS

While the final opinion on the registrability of a trademark should 

be left to a professional, it is beneficial to conduct a preliminary 

search to filter out unregistrable marks before consulting an expert. The 

Korea Intellectual Property Rights Information Service (KIPRIS), an 

online platform operated by the Korean Intellectual Property Office (KIPO), 

offers free trademark search services at www.kipris.or.kr.

Step 1: Consider Whether the Trademark Has Distinctiveness

First, determine if the trademark you plan to register has source-

http://www.kipris.or.kr
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identifying distinctiveness. Instead of focusing on whether it has 

distinctiveness, assess whether it falls under the category of trademarks 

deemed non-distinctive. Review the criteria for non-distinctive marks and 

check if your trademark might fit any of these categories.

If your branding strategy involves using a non-distinctive but 

marketing-friendly trademark, explore ways to secure registration and 

consult an expert for advice.

Step 2: Access KIPRIS and Search for Pre-Registered 

Trademarks

Next, specify the goods or services for which you want to register the 

trademark and determine the corresponding similar product code (similarity 

group). Product classification is not a critical factor in this process.

To begin your search:

1. Go to the KIPRIS website and click on “Trademarks” > “Search by 
Category.”

2. Click on “Helper for Classification Information.”
3. In the classification helper tool, enter the name of your product to 

search through various related products. Don’t be alarmed if the 
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search returns many unexpected results; this is normal.

Step 3: Conduct the Prior Trademark Search

Once you have identified the similar product code, enter both the 

trademark and the code into the search bar.

• If an identical trademark exists, it will appear in the search results.
• If no identical trademark is found, remember that trademarks may 

still be rejected due to similar marks. Try modifying the search terms 
by removing the last letter or entering phonetically similar variations. 
For example, you could try different variations such as Prida, Proda, 
Prida, or Frada.
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If no relevant results appear, you may consider proceeding with 

the trademark application. However, it is still recommended to have a 

professional review your search results. Trademark attorneys typically 

use specialized paid programs designed for comprehensive trademark 

similarity searches.

Additional Considerations

Trademark similarity assessment is highly nuanced and involves 

many principles and exceptions. It requires a comprehensive evaluation 

that considers market conditions, trade practices, and current examination 

trends.

Remember, a trademark is both the beginning and the end of brand 

planning. Never underestimate the importance of trademark registration.
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10. Other Trademarks That Cannot Be 
Registered

Even if a trademark is sufficiently distinctive and has no identical 

or similar pre-registered trademarks, there are still cases where 

registration may be denied.

Well-Known Trademarks Owned by Others

We have emphasized several times that trademarks are meant to protect 

the right of first registration. However, the primary function of a trademark 

is to indicate the source of goods or services (e.g., manufacturer or seller).
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These two principles can sometimes conflict—specifically when a 

trademark, though unregistered, has already gained recognition as a brand 

associated with a particular company. Even without trademark rights, if 

the brand is widely recognized by consumers and needs protection, the 

trademark law will deny registration to any similar mark.

But can a brand become well-known without registering its trademark?

For instance, some trademarks are known only outside of Korea. Since 

trademark rights are territorial, they apply only within the country where 

the trademark is registered. This allows for instances where foreign brands, 

despite being famous in their home countries, are not protected in other 

jurisdictions. Many try to exploit this by copying and registering these 

foreign brands locally.

However, Korean trademark law prevents such registrations, even if the 

brand is famous only abroad.

There are also cases where a brand is well-known for one type of 
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product but not for others. Some exploit this by registering well-known 

brand names for unrelated products.

Nonetheless, Korean trademark law provides grounds to reject or 

invalidate such registrations if the malicious intent is evident, regardless of 

the product category.

In summary, whether domestic or foreign, it is best not to register or 

use trademarks that belong to well-known brands owned by others.
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Famous Individuals’ Names

The names of celebrities or other well-known figures cannot be 

registered as trademarks if they are likely to cause confusion regarding the 

source of goods or services.

However, trademarks can be registered with the permission of the 

person in question.
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Names Misrepresenting a Connection with Famous Deceased 

Individuals

Trademarks that falsely suggest a connection to a famous deceased 

person are also subject to rejection.

For example, the trademark 허준본가 (Heo Jun Bon-ga, meaning 

“Heo Jun’s Family Home”) for “rice containing Cordyceps” was rejected 

because it falsely implied a connection to Heo Jun, a renowned historical 

figure.

Similarly, Hemingway for “book publishing” was denied registration 
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because it could mislead consumers into thinking the business was 

associated with works by the famous novelist Ernest Hemingway.

In contrast, the trademark Mozart for “slippers” was approved since 

there was no indication of any connection to the famous composer. 

Likewise, the underwear brand James Dean was allowed because there was 

no implication of a connection to the late actor James Dean.

Other Restrictions

Trademarks that violate public order or morality or that are considered 

contrary to public interest cannot be registered. Various types of trademarks 

fall under this category and are subject to rejection based on these criteria.
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11. Understanding the Trademark 
Registration Process

Registration through Examination

Some people mistakenly believe that filing a trademark application 

is similar to registering a business, assuming that all applications 

automatically result in registration. This is not true.

Trademark applications undergo strict examination by the Korean 

Intellectual Property Office (KIPO) according to trademark law. On 

average, about 75% of applications are approved during the KIPO stage, 

and approximately 80% are ultimately registered when cases are included 
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through the Supreme Court. This means that 20% of applications are 

rejected.

The requirements for trademark registration are stricter than expected. 

To be registered, a trademark must not fall under any of the refusal grounds 

specified in trademark law.

When a trademark application is submitted to KIPO, it is assigned to an 

examiner in the trademark examination department. The examiner checks 

for:

1.	 The presence of distinctiveness,
2.	 Any conflict with pre-registered trademarks, and
3.	 Other potential refusal grounds under trademark law.

If no refusal grounds are found, the application proceeds to the 

publication stage. The application is publicly announced, and after a two-

month period for opposition, a registration decision is issued. About three 

weeks later, upon payment of the registration fee, the trademark is officially 

registered, a certificate is issued, and a trademark register is created.



  087
11. Understanding the Trademark Registration Process

What If There Are Grounds for Refusal?

If the examiner finds refusal grounds, they will issue a document 

called a Notice of Grounds for Opinion Submission, detailing the reasons 

for refusal. The applicant is given an opportunity to respond and submit 

opinions or arguments.

If the examiner still finds that the refusal grounds have not been 

resolved, they will issue a final decision to reject the trademark application.

Applicants have the right to appeal this decision. They can challenge 

the refusal through three additional stages:

4.	 The Korean Intellectual Property Trial and Appeal Board (KIPTAB)
5.	 The Patent Court
6.	 The Supreme Court

Thus, applicants have up to four opportunities to seek a favorable 
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decision.

Common Grounds for Refusal

The main reasons for trademark registration refusal can be categorized 

into three areas:

7.	 Lack of distinctiveness
8.	 Similarity to pre-registered trademarks
9.	 Similarity to well-known or famous trademarks owned by others

Most refusals involve the first two reasons. Since assessing 

distinctiveness and similarity is often subjective and intuitive, it can be 

difficult to predict the likelihood of successful registration. Therefore, 

thorough pre-application research and a proactive registration strategy are 

essential.

Timeframe for Registration

The period from trademark application to publication typically takes 

about 1.5 years. This can be too long for businesses that need to start 

operations quickly.
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To address this, KIPO offers an expedited examination system 

for applicants who want faster processing, even if there is a risk of 

the trademark being invalidated later. By paying an additional fee and 

submitting documentation of usage, applicants can receive expedited 

examination results within a set timeframe.

In cases of expedited examination, results are usually provided within 

three months. In rare cases, applications have been published just one week 

after submission, with the expedited examination decision issued within 

three days.

Expedited examination is particularly beneficial for those planning to 

file international trademark applications under the Madrid Protocol, as 

having a domestic registration in place can streamline the process.
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Trademark Renewal

Once registered, trademark rights can be maintained indefinitely 

through renewal. The trademark can be renewed every ten years from the 

date of registration. To renew, applicants simply need to submit a renewal 

application and pay the renewal fee, ensuring the continued protection of 

their trademark rights.
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12. Three Key Points for Trademark 
Application

Step 1: Apply Exactly as You Intend to Use

If your trademark is distinctive and no similar pre-registered trademarks 

exist, it’s time to submit your trademark application. The application 

process is referred to as “출원” (pronounced “chul-won”), meaning 

“submission of a formal request.”

The act of filling out and submitting the application itself is 

straightforward. You can visit the KIPO (Korean Intellectual Property 
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Office) portal at patent.go.kr, download the required software, and file 

your application online or via mobile. However, the real challenge is 

determining how to apply effectively.

How to Structure the Trademark Application

You need to decide on the structure of the trademark based on the 

results of your preliminary trademark search. The goal is to maximize 

the chances of registration while ensuring that the trademark can be used 

without issues afterward.

For example, if you plan to use both Korean and English versions of 

the brand name, you must decide whether to:

1. Submit two separate applications (one for each version), or
2. Combine both into a single application.
If the Korean version is just a transliteration (e.g., “프라다” for “Prada”), 

it is typically acceptable to combine them into one application, such 
as “Prada 프라다”.

However, if the Korean and English names are unrelated (e.g., 

“freestyle” and “후리지아”), and you plan to use them independently, it is 

better to file separate applications for each version. This minimizes disputes 



  093
12. Three Key Points for Trademark Application

related to the registered trademark’s usage.

For international trademark applications, it’s generally advisable to 

file the domestic application in English only, especially if you intend to use 

the trademark in foreign markets. This is because international registrations 

must match the domestic registration exactly.

If combining Korean and English versions affects the chances of 

registration, you might consider applying for each version separately. 

Conversely, if having multiple possible pronunciations of the English 

name presents a problem, adding a Korean transliteration could clarify 

pronunciation and improve registration chances.

Should You Include a Logo Design?

You are not required to include a logo when filing your trademark 

application. Filing with a standard word mark offers broader protection, 

allowing you to claim rights regardless of font or design variations. This is 

also advantageous for international applications.
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However, if you already have a logo designed, you need to decide 

whether to file separate applications for the logo and word mark or 

combine them. The best approach is to apply exactly as you intend to use 

the trademark.

If the logo is likely to change in the future or will not always be used 

together with the word mark, separate applications may be preferable. On 

the other hand, if your trademark lacks distinctiveness, you should combine 

it with a design element to strengthen its registrability.

Step 2: Specify Products and Services Clearly

You must specify the goods or services associated with the trademark 

in the application. Since trademarks function as a territorial claim, you 

must clearly define which goods or services you want to protect under the 

trademark.

You can reference KIPO’s published list of goods and services for 

guidance. However, if your product or service is new and not listed, you 

have two options:
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1. Choose a similar item from KIPO’s list and use it in your application.
2. Describe the product or service clearly by specifying its function 

and materials (e.g., “dietary supplements with aloe as the main 
ingredient” or “RFID-based logistics management devices”).

Choosing an item from the official list can reduce fees and expedite 

registration, as KIPO offers a fee discount for clearly specified goods.

Step 3: Apply Before Public Disclosure

The sooner you apply for trademark registration, the better. The 

trademark system operates on a first-to-file principle, meaning priority is 

given to whoever files first. Once your brand name is finalized, you should 

file immediately.

Delaying your application increases the risk of third-party filings. In 

some cases, companies have issued press releases before applying for a 

trademark, only to have competitors quickly file for the same or a similar 

trademark.

For example, a company launching a co-working space service released 

a press statement before filing their trademark application. In the meantime, 
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a third party filed a copycat application, resulting in legal complications. 

Although the company managed to negotiate with the third party and have 

the application withdrawn, they had to pay compensation.

If the third party had refused to withdraw, the company would have 

had no recourse due to the first-to-file rule. Therefore, always apply before 

disclosing your brand to the public.



  097
13. Trademark Registration Can Be Rejected, But Don’t Worry Too Much

상표메뉴얼북

13. Trademark Registration Can Be 
Rejected, But Don’t Worry Too Much

Determining whether a trademark is distinctive or similar to an 

existing one is subjective and lacks a definitive answer. Even with 

thorough preparation and expert consultation, there is always a chance that 

your application may be rejected.

However, there’s no need to panic if you receive a rejection notice. 

Several remedies are available. Here are some common strategies to 

address trademark rejection reasons:



098  

Chapter I. Trademark Registration Essentials

1. Submission of a Response (Opinion Letter)

If you believe the rejection is unjustified, you can submit an opinion 

letter to counter the examiner’s reasoning. For example, you might argue 

that the trademark has sufficient distinctiveness or that it’s not similar to a 

pre-registered trademark.

However, statistics show that opinion letters succeed in reversing 

rejection decisions only 10–20% of the time, so temper your expectations.

If you feel strongly that the rejection is unreasonable, you can first 

submit an opinion letter, then follow up with the examiner through a phone 

call or face-to-face meeting to present your case. Providing well-organized 

evidence can persuade the examiner to reconsider.

2. Filing an Appeal

If the examiner is not convinced and issues a final rejection, you 

have the right to file an appeal with the Intellectual Property Trial and 

Appeal Board (IPTAB). You can also escalate the case to the Patent Court 

and ultimately to the Supreme Court, giving you up to three additional 
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opportunities to contest the decision.

According to IPTAB statistics, about 40% of appeals result in the 

reversal of a rejection. Therefore, if the trademark is crucial to your 

business, don’t give up after a single rejection—pursue further appeals.

3. Cancellation for Non-Use

If your application was rejected due to a similar pre-registered 

trademark, you can investigate whether the pre-registered trademark is 

currently in use. If it is not, you may file a cancellation for non-use claim to 

have that trademark removed.

Statistics from Korea’s Small and Medium Business Administration 

indicate that approximately 1 million new businesses are established each 

year, with 60% closing within three years. Consequently, many registered 

trademarks may no longer be in use.

Trademark law exists to protect business goodwill through registration 

and use. However, if companies register trademarks without using 
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them, they hinder opportunities for others and impede industrial growth. 

Therefore, most countries’ trademark laws mandate active use of 

trademarks. In Korea, you can request the cancellation of a trademark if it 

hasn’t been used for three years leading up to the date of your claim.

If the trademark owner fails to provide appropriate evidence of use 

within the stipulated period, the Intellectual Property Trial and Appeal 

Board will cancel the registration.

Example: Large Corporations

Major companies like AmorePacific and LG Household & Health 

Care each hold over 15,000 registered trademarks, yet they actively use 

fewer than 100. This information is easily accessible on their websites 

since they are publicly traded companies. Even large corporations are not 

exempt from cancellation due to non-use, and many of their trademarks are 

revoked each year.

To prevent cancellation, the trademark must be genuinely used. 

Providing only catalogs or product photos may not suffice. Supporting 
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documents, such as web pages, invoices, and purchase orders, are often 

required.

If you identify an unused pre-registered trademark, consider filing a 

non-use cancellation request. However, note that the trademark must have 

been registered for at least three years. If a trademark was registered less 

than three years ago, you cannot pursue this option.

4. Reapplication

If your trademark was rejected due to lack of distinctiveness, you 

may consider reapplying with a modified version. For example, you 

could combine your mark with a design element or symbol to increase its 

distinctiveness.

Korean trademark law only prohibits trademarks composed solely 

of non-distinctive elements. If a new combination creates sufficient 

distinctiveness, the revised application may succeed. Although you will 

need to restart the process, if the new application resolves the previous 

issues, your trademark can be registered.
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5. Other Strategies

Additional options include trademark transfer, filing for invalidation, 

or other legal remedies.

Even if your application is initially rejected, don’t give up. Explore all 

available strategies to secure your trademark registration.



  103
14. Can You Continue Using a Trademark That Has Been Rejected?

상표메뉴얼북

14. Can You Continue Using a Trademark 
That Has Been Rejected?

Approximately 20% of all trademark applications are ultimately 

rejected. But what if you have already been using your trademark 

extensively? Should you immediately stop using it and change the brand 

name?

The first thing to understand is that trademark registration is intended 

to prohibit third-party infringement, not to grant permission to use the 

trademark.
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Trademark registration and usage are separate matters. Technically, 

if there is no pre-existing registered trademark owner who can claim 

infringement, you can continue using the rejected trademark without 

legal issues. However, depending on the reason for rejection, you should 

carefully assess whether continued use is advisable.

1. In case of Rejection Due to Lack of Distinctiveness

In this case, there is no obstacle to continued use. A lack of 

distinctiveness means the mark does not serve as a source identifier and is 

therefore non-exclusive and open for anyone to use. Consequently, no one 

can claim trademark infringement based on this mark.

You can continue using the mark while considering a reapplication 

by combining it with a logo or other distinctive elements to improve 

registration chances.

2. In case of Rejection Due to Similarity with a Pre-Registered 

Trademark

This situation is more complex. You need to conduct a thorough 
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review of potential infringement risks. If there is a real concern that your 

trademark may infringe on a pre-existing trademark, it’s best to stop using 

the mark and switch to a new brand name immediately.

Continuing your business under such risk is dangerous, as legal action 

could be taken at any time.

• A situation poses real infringement risk if:
• The trademarks are similar (i),
• The goods/services overlap or conflict in the actual market (ii), and

The pre-registered trademark is in use, making cancellation for non-use 

unlikely (iii).

However, not all cases of rejection due to similarity necessarily imply a 

high risk of trademark infringement.

Low Infringement Risk Scenarios

Different Market Categories

Sometimes, your business may operate in a different market segment, 

even if your application was rejected for being too similar to a pre-existing 
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mark. The Trademark Office uses a classification system called similarity 

group codes, which may not always reflect real-world overlaps.

For instance, suppose a pre-existing trademark is registered for 

“clothing,” and your rejected trademark relates specifically to custom-

tailored men’s suits. The Trademark Office may classify both under the 

same category, resulting in rejection.

However, if the pre-registered mark owner primarily produces 

underwear, it is unlikely that luxury tailored suits and underwear would 

cause market confusion, as the producers, products, and target consumers 

are vastly different. In such cases, infringement may not be an issue.

You can temporarily continue using the trademark while planning a 

future brand change.

Non-Use of the Pre-Registered Mark

If the pre-registered mark is not in use, there is minimal risk of 

infringement claims. Trademark owners cannot seek damages based on 
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unused trademarks. However, it’s still wise to monitor the situation, as the 

trademark owner may resume use. If changing your brand is difficult, you 

might consider filing for a non-use cancellation.

3. What Should You Do?

Regardless of the situation, continuing to use an unregistered brand 

comes with significant business risks. Even if there is no immediate 

need to stop using the rejected mark, you should gradually transition to a 

registerable trademark.

Make sure to secure trademark registration for the mark you are 

currently using to protect your business in the long run.
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15. Rights of a Trademark Holder

Once trademark registration is completed, the holder gains a broad 

range of rights. Since trademarks are relatively intuitive and easy 

to understand, enforcing trademark rights tends to be simpler and more 

effective compared to other intellectual property rights. So, what specific 

rights does a trademark holder have?

1. Exclusive Monopoly Rights

The fundamental purpose of trademark registration is to grant exclusive 

rights. A trademark holder can prohibit others from using trademarks that 
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are identical or similar to their registered mark. This protection applies to 

both identical and similar goods/services.

The enforcement of these exclusive rights can be done through various 

methods such as phone calls, fax, email, or by sending a formal warning 

letter via certified mail. If the unauthorized use continues, the trademark 

holder can escalate the matter through criminal charges or civil lawsuits for 

damages.

2. Filing Criminal Complaints

Filing a criminal complaint is one of the easiest procedures. Simply 

visit your local police station with your registration certificate and other 

evidence of infringement, such as proof of use.

Once the complaint is submitted, the police will contact both the 

complainant and the alleged infringer within a few months. After 

investigation, the police may either forward the case to the prosecution with 

a recommendation to indict or dismiss it with a non-indictment opinion.
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If the prosecutor decides to proceed with an indictment, the case will 

move forward in a manner similar to other criminal cases, involving 

investigations and court hearings.

While criminal complaints are relatively easy to file and cost-effective, 

you should note that even when trademark infringement appears evident, 

cases may be dismissed if the authorities believe that there was no intent to 

infringe.

Nevertheless, the mere act of filing a complaint can pressure infringers 

since most people fear legal disputes, court summons, and police 

investigations. Even if the infringer disputes the claim, they often prefer to 

reach a settlement rather than endure the hassle of litigation.

In cases where infringement is proven, criminal penalties can include 

up to 7 years of imprisonment or fines of up to 100 million KRW. 

However, in practice, habitual counterfeiters may face these maximum 

penalties, while others usually receive fines of a few million KRW.
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3. Civil Litigation: Injunctions and Damages

If the infringement causes significant harm to the trademark holder’s 

business, they can file for a preliminary injunction to stop the unauthorized 

use immediately.

In cases of trademark or patent infringement, courts handle injunctions 

with the same level of scrutiny as full lawsuits. If the court later rules that 

there was no infringement, the plaintiff may be held liable for damages 

incurred by the defendant due to the injunction.

After obtaining an injunction, the plaintiff must file a full lawsuit within 

six months, seeking prohibition of use and compensation for damages.

1. Under the Trademark Act, compensation can be determined by:
2. The trademark holder’s actual losses,
3. The infringer’s profits,
4. Reasonable licensing fees,
5. Court discretion, or
6. Statutory damages (up to 50 million KRW).

In most cases, calculating actual damages or profits is difficult, 

so compensation is often based on reasonable licensing fees or court 
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discretion. Typical damages awarded in trademark infringement cases 

range between 10 million and 100 million KRW.

4. Administrative Measures: Dispute Mediation and Reports to 

IP Police

Trademark holders can apply for mediation through the Intellectual 

Property Dispute Mediation Committee or report the infringement to the 

IP enforcement division of the Korean Intellectual Property Office (KIPO).

5. R Mark Usage

Once a trademark is registered, the holder can use the R symbol (®) to 

indicate that the trademark is registered. However, displaying the R symbol 

on an unregistered trademark is illegal and may result in criminal penalties.

In contrast, the TM symbol (for “trademark”) can be freely used as it 

has no legal significance.
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6. Customs Registration

Trademark holders can register their trademarks with customs 

authorities. This allows customs officers to automatically verify goods 

at the border, preventing counterfeit goods from entering the country. If 

counterfeits are detected, customs notifies the trademark holder and may 

request further verification or block the shipment.

While customs officials are obligated to verify the authenticity of all 

imported goods, in practice, priority is given to registered trademarks, 

particularly for well-known brands. Therefore, registering your trademark 

with customs is highly recommended.

Customs trademark registration is available not only in Korea but also 

in most countries worldwide. In regions known for counterfeit production, 

such as China and Southeast Asia, registering your trademark with local 

customs can prevent counterfeits from being imported or transshipped 

through these countries.

For example, registering your trademark with Chinese customs can 
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block counterfeit goods produced in Vietnam from entering China and help 

prevent their further distribution to other markets.

7. Asset Management and Transfer

Registered trademarks are classified as movable property under civil 

law. They can be treated as assets, sold, or used as collateral to secure loans 

(pledge rights).

Even unused trademarks can be sold for significant amounts solely 

based on their registered status. Therefore, trademark holders can leverage 

their trademarks in various ways to create business opportunities.
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01. In the Global Era, Trademark 
Registration Is Necessary Overseas

It is rare for a startup to plan for export from the beginning. However, 

since Korea’s domestic market is small and its industrial structure 

is centered around export manufacturing, overseas expansion becomes 

essential for companies that have established a foundation.

When entering foreign markets, trademark registration is the most 

powerful tool to protect a company. With a registered trademark, you 

can prevent counterfeit products, control distribution channels, and block 

unauthorized products from entering through customs. Registering your 
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trademark with customs helps prevent the importation of counterfeit 

or unidentified goods at the border. It also strengthens your position in 

negotiations with agents and distributors.

While contracts with buyers, participation in trade fairs, and entry into 

department stores are important, the key legal shield that can protect your 

business abroad is trademark registration. Therefore, when you have an 

opportunity to enter a foreign market, securing your trademark should be a 

top priority.

Territorial Principle (Lex Loci Protectionis)

Trademark registration must be done individually in each country you 

plan to expand into. Even if you have registered your trademark in Korea, 

that does not protect its use in foreign countries.

Unlike patents and designs, which require novelty based on global 

disclosures, trademarks do not require novelty. For example, if a patent has 

been filed in Korea and a company seeks to expand to the U.S. three years 

later, the invention would likely no longer meet the criteria for novelty and 
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would be ineligible for U.S. patent protection. Once disclosed globally, the 

invention becomes public knowledge.

However, trademarks follow a different principle. Trademarks are 

protected based on the principle of “first to register.” Therefore, even if a 

trademark is registered in Korea, another entity can register the same or 

a similar trademark in a foreign country, potentially preventing you from 

using it in that market.

Before expanding internationally, it is crucial to check for pre-existing 

trademark registrations in the target country and file your application 

accordingly.

Consider International Trademark Registration at the Naming 

Stage

It’s advisable to consider both domestic and international trademark 

registration when deciding on a brand name. You may think it’s excessive 

to focus on international registration early in the business planning phase 

when the success of your brand in the domestic market is still uncertain. 
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However, failing to account for this early can lead to difficulties later when 

attempting to register your brand abroad.

Pre-existing registrations or imitation filings might hinder your ability 

to secure your trademark in foreign markets. Therefore, conducting a 

preliminary check on the availability of your trademark in key overseas 

markets can help mitigate risks.

You don’t need to file trademark applications in all countries 

immediately. During the naming stage, focusing on domestic registration 

and conducting preliminary checks in major overseas markets is usually 

sufficient. For other countries, you can address potential issues if and when 

they arise.
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02. Conduct International Trademark 
Searches from the Start : How to 

Perform a Global Trademark Search

If you need to consider overseas trademark registration from the 

brand-naming stage, what is the most efficient method of conducting a 

preliminary trademark review?

The safest approach is to collaborate with patent attorneys in various 

countries to scan all proposed brand names and assess their registrability in 

both Korea and abroad.

However, launching a new brand typically involves screening over 
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200 potential names across approximately four categories. If there are 

many target countries and the brand is of significant importance, this scope 

can become much larger. Thorough reviews of all these names can be 

challenging in terms of time and cost.

Here is a suggested process:

1.	 Focus primarily on the registrability of the trademark within 
Korea.

2.	 Conduct a preliminary screening using free global online 
trademark search sites.

3.	 Have 2-3 final candidate names reviewed thoroughly by patent 
attorneys in key overseas markets.

4.	 For other countries, perform a basic search to check for identical 
trademarks and proceed with applications. Handle any issues that 
arise afterward.

Below is a more detailed look at free global online trademark search 

tools.

TMview and WIPO Global Brand Database (GBD)

TMview (tmdn.org/tmview) is a global trademark database provided 

by the European Patent Office. While it may not cover all countries 

perfectly, it offers valuable free access to similarity search data. This makes 
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it particularly useful for Korean businesses expanding into regions like 

Europe, the U.S., and Japan. It is the only free search tool that provides 

both trademark and similarity search capabilities for these key markets 

without needing to hire local representatives.

However, TMview may occasionally miss records that are available 

on national patent office websites. Therefore, it’s essential to verify results 

using WIPO GBD and the respective national trademark databases.

Steps for TMview Search:

1. Select “fuzzy search” and enter the trademark.
2. Choose the region.
3. Select the classification.

WIPO GBD (branddb.wipo.int) is a global trademark database 

provided by the World Intellectual Property Organization (WIPO), a UN 

agency. It covers more countries than TMview but does not offer similarity 

search capabilities. Nevertheless, it is effective for identifying pre-

registered identical trademarks.
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Both TMview and WIPO GBD are free and allow users to view the 

trademark landscape in key markets. Utilizing these tools during the 

naming stage can significantly reduce trial-and-error and related costs.

National Patent Office Databases

Many countries are not fully covered by TMview or WIPO GBD. Once 

you have narrowed down the target countries, you should also perform 

searches on the national patent office databases.

For example, China does not appear reliably in these global databases. 

Therefore, it is crucial to use the Chinese Trademark Office’s website, 

which offers similarity search features. Similarly, many Southeast Asian 

and Latin American countries have searchable trademark databases. These 

systems are continually improving, making it essential to check for pre-

registered identical trademarks in advance.

For African, Central Asian, and many Middle Eastern countries, online 

searches are often unavailable. In such cases, you may need to hire a 

local representative to assess registrability or file the application without 
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a preliminary review, resolving any objections later. Since registration 

assessments can be more expensive than filing, companies often opt for 

direct applications.

Maximize the Use of Google

Google is a powerful tool for efficient, cost-free screening. The two 

main purposes of Google searches are:

1. To check for prior trademarks in use that may not be registered.
2. To identify any unintended negative connotations or unexpected 

meanings associated with the trademark in specific countries.

For instance, a Korean trademark transliterated into English was once 

rejected in the U.S. because it resembled a common surname in the Arab 

community. This kind of cultural nuance can be difficult to predict without 

thorough Google searches.

Global Trademark Searches with the SAEGIS System

As brands increasingly target global audiences from the outset, there 

is a growing need for comprehensive international trademark checks. To 

meet this demand, the SAEGIS system was developed. This platform 
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allows users to screen identical and similar trademarks across 186 countries 

simultaneously.

While SAEGIS saves time and money by providing extensive 

screening data, it is costly—about 15 million KRW per trademark 

search. Due to this high cost, only a few large companies in Korea use it. 

Additionally, the system provides raw data but does not offer conclusions 

on registrability.

Trademark registrability depends on various factors, including the 

examiner’s judgment, each country’s trademark examination trends, and 

cultural context. Even after an expensive global search, there may still be 

discrepancies between the search results and actual registration outcomes.

Despite thorough preliminary reviews, it is nearly impossible to register 

a trademark in all countries without any issues. The key is to minimize risk 

through proactive screening and be flexible in resolving any problems that 

arise later.
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03. Actively Utilize the International 
Trademark Registration System

Due to the principle of territoriality, trademarks must be registered 

separately in each country. In today’s globalized business 

environment, this can impose a significant financial burden on companies. 

Managing and coordinating the different trademark registration systems 

and procedures for each country is also challenging.

To alleviate this burden, the International Trademark Registration 

System was developed, commonly referred to as the “Madrid International 

Trademark Registration” system because of the treaty established in 
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Madrid, Spain.

One Application for Multiple Countries

By utilizing the international trademark system, you can submit a single 

international trademark application (in English) to your local patent office. 

This application will then be considered filed in all the designated countries 

listed in the application.

International Application Form – Country Designation Page
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Madrid System Process

1. Domestic Application
2. International Application (via the local patent office)
3. International Bureau (WIPO)
4. Patent Offices of Designated Countries

The trademark to be registered internationally must match the 

trademark already filed or registered in the applicant’s home country. 

This is because the system is designed as an extension of the domestic 

trademark’s territorial scope.

Pros and Cons of the Madrid System

Advantages: Cost Savings

One of the biggest benefits is the significant reduction in costs. Without 

the system, foreign applications require hiring local representatives in 
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each country, incurring separate attorney fees. The international system 

eliminates these fees entirely for the application stage.

Disadvantages: Limited Customization

Since a single application is used for multiple countries, there is 

limited ability to tailor the content of the application to each country’s 

requirements. For instance, if adjustments to product descriptions or 

trademark composition are necessary for certain countries, the international 

registration system may not be suitable.

Examination by Each Designated Country

Despite the term “registration,” the international process is essentially 

just an application. Each designated country’s patent office will conduct 

its own examination, and registration is only completed once each office 

approves it.

Even if you have an international registration, it’s crucial to check 

which countries have completed the registration process. To help monitor 

this, WIPO offers the Madrid Monitor, an international trademark 
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registration tracking system. Due to the independent examination 

processes, the trademark’s validity may lapse in some countries while 

remaining active in others.

Simplified Trademark Management

After international registration, subsequent tasks like trademark 

renewal, address changes, and ownership transfers can be managed through 

the International Bureau in a streamlined manner.

For example, if you hold trademark registrations in five different 

countries and wish to transfer them to another company, you would 

normally need to complete separate transfer procedures in each country. 

However, with an international registration, you can transfer all the rights 

at once by submitting the necessary documentation to your local patent 

office, which will then notify the International Bureau. The Bureau, in turn, 

informs the patent offices of the designated countries.

The same applies to trademark renewals. Instead of renewing 

registrations separately according to each country’s laws, you can renew 
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the international registration in one step, ensuring the validity of the 

trademark across all designated countries.

Not Always Advantageous for Every Country

While the international system is highly efficient, it only applies to 

countries that are signatories to the Madrid Agreement or Protocol. There 

are still many countries that have not joined the treaty, requiring separate 

applications for trademark registration.

Additionally, some countries, despite being members of the Madrid 

system and having updated their trademark laws accordingly, do not 

effectively implement the treaty. In these countries, examinations may not 

be conducted properly, and trademark rights may not be fully recognized 

unless additional formalities, such as public announcements in local 

newspapers, are completed.

In such cases, it may be more effective to proceed with individual 

applications through local representatives rather than using the international 

registration system.
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04. The Trap of the Madrid System – 
Central Attack

The international trademark registration system is based on the 

concept of extending the territorial scope of a domestic (basic) 

trademark. Essentially, the basic trademark is replicated in other designated 

countries.

However, this very concept of territorial extension is the greatest 

weakness of the Madrid System. If the basic trademark becomes invalid 

for any reason, the entire international registration will also be invalidated.
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When the Basic Trademark Is Invalidated

An example of this is when an international registration is based on 

a domestic application that has not yet been registered, and the domestic 

application is later rejected.

Nowadays, many companies launch their brands simultaneously in 

both domestic and international markets. This is especially true for large 

global corporations for whom a solely domestic brand launch is unrealistic. 

Consequently, trademark searches and registrations must be carried out 

across multiple countries at once.

Considering the lengthy registration process, it is often preferable to 

apply for both domestic and international registrations simultaneously. 

However, what happens if the domestic application is ultimately rejected?

In such cases, if the basic domestic application is invalidated, the entire 

international registration will also be nullified. While most countries offer 

a transformation mechanism to convert the international registration 

into separate national applications, this is almost equivalent to filing 
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new applications from scratch, defeating the purpose of the international 

registration.

Therefore, it is recommended to base the international registration on 

a trademark that has already been registered or at least published in the 

official gazette.

Combining International Registration with Priority Claims and 

Accelerated Examination

What should you do if you must apply for international trademarks at 

the same time as the domestic application? Applying directly to individual 

foreign offices without using the Madrid System is an option, but doing 

so can be costly. The Madrid System can reduce application costs by 

over 70%, depending on the number of designated countries. Hence, 

abandoning this system altogether would be a missed opportunity.

In such cases, it is advisable to use priority claims and accelerated 

examination in combination with the Madrid System.
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Note: While the terms “priority claim” and “accelerated 

examination” might sound similar, they are fundamentally 

different concepts.

• Accelerated Examination: This is a domestic procedure that speeds 
up the usual examination process (which takes about a year) 
to around three months. Most foreign jurisdictions do not offer 
accelerated examination.

• Priority Claim: This allows the filing date of a subsequent foreign 
application to be retroactively recognized as the filing date of the 
initial domestic application. It is a special benefit granted under 
international treaties.

To qualify for priority, the foreign application must meet certain 

conditions:

1.  foreign application must be filed within six months of the domestic 
application.

2. The applicant and the content (trademark and goods/services) 
must be identical in both applications.

How to Use Priority Claims and Accelerated Examination

Typically, it takes 12 to 18 months to receive an examination result 

after submitting a trademark application. However, with accelerated 

examination, the result is guaranteed to be delivered within two months of 
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the decision to grant accelerated examination.

If you apply for accelerated examination at the same time as the 

domestic application, you can expect a result within three months. Once 

the trademark is published (or registered), you can proceed with the 

international registration while claiming priority.

By following this strategy, the filing date of the international 

application is backdated to the domestic application date, eliminating 

any disadvantages from filing delays. Additionally, since the domestic 

application has already been published (or registered), there is no risk of 

the international registration being invalidated.
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05. Domestic and International 
Trademark Registration Flow in the 

Global Era

Based on the information covered so far, here is a trademark 

registration flow for companies that need to launch their brand 

simultaneously in both domestic and international markets.

Step 1: Simultaneous Preliminary Review for Domestic and 

International Registration

During the new brand planning stage, assess the trademark’s 

registration possibilities both domestically and internationally. 

Make full use of free search platforms and obtain expert opinions from 
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local representatives for key countries regarding your final candidates. 

If a non-exclusive trademark is selected, determine how to protect it and 

prepare a strategy in advance.

Step 2: File Domestic Application and Apply for Accelerated 

Examination Before Public Release

File a domestic trademark application before any public product 

launch and simultaneously apply for accelerated examination. 

For countries that are not members of the Madrid Agreement, proceed with 

individual trademark applications without delay, along with the domestic 

application.

Step 3: Apply for International Trademark Registration with a 

Priority Claim After Domestic Application is Published

Once the domestic application passes examination and is 

published (or registered), apply for international trademark 

registration under the Madrid System with a priority claim. 

After that, each designated country will conduct its own examination 

process and grant registration one by one.
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06. U.S. Trademark Registration System

You don’t need to understand the trademark laws of every country, 

but it’s good to have a basic grasp of frequently targeted regions 

like the U.S., Europe, and China. The U.S., under the common law system, 

has many differences from other countries’ trademark laws, emphasizing 

practicality and party autonomy. This means that applying a Korean 

perspective to U.S. trademark law can lead to misunderstandings.

Proof of Use Is Required for Registration

The most significant feature of U.S. trademark law is the “use-based 
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system.”

Unlike the registration-based system adopted by most other countries, 

where “you obtain rights upon registration,” in the U.S., “rights are 

acquired through usage.” Simply put, “the first to use a trademark has the 

rights.”

Most countries, like those in Europe and Asia, still mainly follow a 

registration-based system. However, many are increasingly incorporating 

use-based elements, such as requiring evidence of use every three years 

(e.g., the Philippines and India). Still, these elements are supplementary to 

the core registration system.

In contrast, U.S. trademark law adheres firmly to the use-based 

principle, with certain aspects of registration incorporated for federal 

consistency.

When filing a U.S. trademark application, you must declare whether 

the trademark is “in use” or “intended for use.”
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If it is already in use, you must submit a Declaration of Use with 

evidence of commercial use in the U.S. Examples of acceptable evidence 

include export invoices, photos from trade fairs, or screenshots showing 

that the product is available for purchase online.

Submitting a trademark as “in use” allows for faster approval and 

stronger trademark rights after registration. Even under the Madrid System 

for international registrations, applicants must submit a formal Declaration 

of Use when the U.S. is a designated country.

Intent-to-Use Applications

If you apply under “intent-to-use,” registration will only be completed 

once you provide evidence of use within six months of the approval 

decision.

Additionally, after registration, you must submit a Declaration of Use 

with supporting evidence every five years to maintain the trademark.
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If your trademark is already registered in another country, U.S. law 

allows for registration without immediate evidence of use. However, 

this type of registration is considered to have less enforcement power 

than one based on actual use. In practice, this distinction often becomes 

relevant only during disputes. Regardless, you are still required to submit a 

Declaration of Use every five years.

Make Use of the Supplemental Register

A unique feature of U.S. trademark law is the Supplemental Register, 

which complements the Principal Register.

The Supplemental Register allows trademarks that currently lack 

distinctiveness (e.g., descriptive terms) to be registered if the applicant 

intends to use them. Over time, if the trademark gains secondary meaning 

and becomes recognizable to consumers, it can be transferred to the 

Principal Register.

Although trademarks on the Supplemental Register have limited 

rights, they still allow the use of the ® symbol and provide some ability to 
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challenge similar marks.

Coexistence Agreements Are Permissible

The U.S. also accepts Letters of Consent from prior trademark holders. 

If the owner of an earlier trademark agrees to coexistence, the U.S. Patent 

and Trademark Office (USPTO) may approve the registration of a similar 

trademark.

While many countries also permit coexistence agreements to varying 

degrees, the U.S. system is particularly accommodating of this practice.
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07. The European Trademark System

EU member countries allow trademarks and designs to be filed and 

registered through a single application process. The European trademark 

system operates under distinct rules, differing from those of most other 

registration-based countries.

Examination Only for Absolute Grounds of Refusal

The European trademark system conducts a limited examination. Only 

the distinctiveness of the trademark and other absolute grounds for refusal 

(e.g., public policy, morality) are assessed. The system does not examine 
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for conflicts with prior trademarks.

When a trademark is filed in Europe, it is first checked for absolute 

grounds of refusal. If none are found, the trademark is published for 

opposition. If no opposition is filed during the designated period, the 

trademark proceeds to registration.

As part of the process, an automated search notifies holders of similar 

prior trademarks about the publication. These notifications are based on 

automated results without human judgment, meaning trademarks that are 

quite dissimilar or classified under different categories might still appear. It 

is up to the prior rights holder to assess the relevance and decide whether to 

file an opposition.
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Opposition Process

If a prior trademark holder believes the published trademark may 

conflict with their rights, they can file an opposition. However, the 

opposing party must first demonstrate that their trademark is legitimately in 

use within the EU. Only after this is proven can the actual comparison and 

evaluation of trademark similarity take place.

Trademark similarity in Europe is assessed based on likelihood of 

confusion. In countries like Korea, where trademarks are assessed primarily 

through registration-based examination, applications can be rejected solely 

due to perceived similarity with prior marks—even when there may be no 

real confusion in the marketplace.

The European system addresses this issue by focusing on essential 

requirements and leaving actual confusion assessment to the opposition 

process.
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Advantages and Challenges

This approach offers faster registration and more market-relevant 

trademark protection. However, it also results in more oppositions and 

cancellation requests. It’s said that a European trademark attorney handles 

around 300 opposition cases per year. With approximately 250 working 

days in a year, this averages to at least one case per day.

Oppositions can be time-consuming (typically taking 1 to 2 years for a 

final decision) and expensive, as companies must hire European attorneys 

to handle them. Failure to respond to an opposition can jeopardize a 

trademark, posing a significant burden on businesses.

Not the Same as the European Patent Convention

European trademarks and designs are managed by the EU Intellectual 

Property Office (EUIPO) and are effective across EU member states, 

currently numbering 27 countries.

Countries such as Switzerland and Norway, which are often thought of 

as part of Europe, are not members of the EU, so separate registrations are 
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necessary. Additionally, the UK withdrew from the EU on January 1, 2020, 

meaning trademarks must now be filed separately there.

Meanwhile, the European Patent Convention (EPC) operates 

independently of the EU, covering 38 member states, including the UK, 

Norway, and Switzerland.
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08. Trademark Imitation in China and 
Strategies for Trademark Registration

Trademark Imitation in China

China is notorious worldwide for brand imitation. Many cases illustrate 

the severity of this issue. For example, a company may participate in 

Shanghai Fashion Week once, only to find out later that their trademark 

has already been registered when they try to enter the Chinese market. In 

other cases, an eager Chinese agent may offer to import large quantities 

of products, but upon trademark investigation, it is discovered that the 

agent has already filed the trademark themselves. Companies often have to 

resort to negotiations, including paying significant sums, to reclaim their 
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trademark rights.

Some Chinese brokers specialize in registering Korean brand names 

and publicly selling them through online trademark trading platforms. 

When legitimate trademark owners express interest in purchasing these 

marks, the brokers often demand triple the price they would charge Chinese 

buyers, knowing the brand owner has no choice.

Additionally, many imitators in China not only register trademarks but 

also actively use them, producing and selling products under the copied 

brands within the country. This makes legal recourse extremely difficult.

Types of Trademark Imitation in China

1. Registration of the Same Trademark in Different Classes

Imitators often register well-known brands under unrelated product 

categories. For example, a popular Korean cosmetics brand (Class 3) might 

be registered under apparel (Class 25).
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2. Registration in the Same Class for Non-Related Products

While products within the same class may not always be related, 

imitators exploit this by registering similar trademarks for unrelated items 

within the same class. For instance, computer software and weighing scales 

are both classified under Class 9 but are entirely different products.

3. Mass Registration of Slightly Similar Trademarks Across Classes

Imitators take advantage of Chinese characters by registering 

trademarks with similar pronunciations but different characters, or vice 

versa. In some cases, a single entity might register over 100 variations of a 

trademark across multiple classes.

Strategies for Dealing with Trademark Imitation

1. Check Trademark Availability and File Simultaneously in China 

and Korea

Although small and medium enterprises may not plan for international 

expansion at the start, it is crucial to consider simultaneous trademark 

filings in China and Korea. China is a high-risk market for imitation, 

making early registration essential.
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2. File Across Relevant Classes and Broadly Specify Products

In China, a proactive trademark strategy is recommended. Companies 

should file for multiple related product categories. For example, a cosmetics 

brand should also cover cleaning products, toothpaste, fragrances, beauty 

services, and advertising. Even categories like accessories, bags, and 

clothing should be considered to preempt imitation.

3. File Multiple Trademark Variations

If financially feasible, file for variations of the trademark. Chinese 

companies, such as Baidu, own over 10,000 trademark registrations. This 

strategy is particularly important for Chinese-character brands, where small 

variations in radicals or strokes can result in different registrations.

4. Actively Address Imitation through Legal Procedures

If an imitated trademark obstructs your business, it is better to engage 

in legal proceedings rather than avoiding confrontation. Trademarks that 

have been published for opposition can be challenged within the three-

month opposition period. Even if registration is completed, invalidation 

procedures can be initiated, though this can be costly and time-consuming.
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The Korean government offers support for such disputes through 

programs run by local Intellectual Property (IP) centers, the Korean 

Intellectual Property Protection Agency, and IP-DESKs established 

by KOTRA in China. These resources can help with legal procedures, 

including both civil and criminal actions.

5. Secure Trademark Registration by Any Means Necessary

It is essential to ensure that key trademarks are registered in China, 

even if not all categories can be protected. Obtain registration for the 

primary brand used in business operations, even if this requires purchasing 

or negotiating for the trademark.

6. Do Not Give Up

International trademark applications may face rejection for various 

reasons, including differences in interpretation of distinctiveness and 

similarity. This is especially true in China, where many Chinese characters 

have similar pronunciations or appearances. Furthermore, inconsistent 

examination practices complicate registration predictions.
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Many Korean companies give up after an initial rejection. However, 

it is advisable to at least file an appeal before abandoning the application. 

If a prior registration is cited as a reason for rejection and has not 

been used for over three years, a non-use cancellation request can be 

filed. You can also refile the application with minor modifications. 

Trademark examination in China is unpredictable, and what is rejected 

once may be approved under different circumstances. Conversely, if you 

abandon the application without appealing, a third party may quickly 

register a similar mark.

Final Thoughts

If you plan to sell products in China, do not give up on trademark 

registration. Persistence is key to protecting your brand and business. 

Ensure that your trademark is officially registered to avoid potential legal 

and business risks.
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01. How to Send a Cease and Desist 
Letter

As with any successful product, imitations are inevitable. If your 

product starts gaining traction and suddenly imitation products 

with similar concepts, trademarks, and packaging appear, the first step is to 

send a polite request asking for the cessation of trademark use.

As a trademark owner, you are within your rights to file a complaint or 

pursue legal action, including an injunction or a damages claim. However, 

since no one enjoys lawsuits, most people prefer to send a cease-and-desist 
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letter before taking formal legal action, unless there’s significant bad blood 

between the parties.

Contents of the Letter

The letter should include the following three elements:

1. Proof of Ownership:

  Demonstrate that you are the trademark owner by attaching 
documents such as the trademark registration certificate or registry 
extract.

2. Description of the Infringing Activity:

  Clearly specify the actions that may constitute trademark 
infringement. This could include photos of storefronts, screenshots 
of websites, product images, business cards, catalogs, or other 
materials.

3. Specific Demands:

  Clearly state your demands, such as product disposal, removal of 
infringing content from online platforms, and a written commitment 
to cease further use of similar trademarks. You may also request 
a settlement payment. Additionally, cite the relevant clauses from 
the Trademark Act or the Unfair Competition Prevention Act and 
provide a deadline for a response.
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How to Send the Letter

The letter does not necessarily need to be sent as certified mail. You 

can send it via email, fax, or even direct message (DM). However, sending 

it through certified mail is advisable, especially for potential future legal 

proceedings, as it serves as evidence that the infringer was informed. Once 

the infringer receives the certified letter, any further use of the trademark 

will be considered intentional.

Sending a certified letter also demonstrates the rights holder’s serious 

intent to resolve the issue.

Important Considerations

1. Avoid Absolute Statements:

• Clearly state the facts regarding your ownership and the 
infringer’s use of the trademark. However, avoid making definitive 
statements about trademark similarity, product relevance, or 
legal violations. Instead, frame these points as potential concerns.…
For example, phrases such as “may constitute infringement,” 
“requires careful consideration,” or “may confuse consumers 
into thinking the products are related” are more prudent.…
Trademark infringement is assessed based on various factors, 
including the actual use of the registered trademark, grounds for 
invalidation or cancellation, the nature of the infringing party’s use, 
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and the likelihood of consumer confusion. In criminal cases, the 
presence of criminal intent is also considered.

2. Avoid Intimidation:

• Do not write in a manner that could be interpreted as threatening 
or demand excessive compensation. Since you are sending a 
“request” rather than a formal warning, it is better to politely inform 
the recipient of the potential risks and advise them to change their 
trademark. There have been cases where excessive demands led to 
damages claims against the rights holder and their representatives 
for business interference.

What if They Refuse to Comply?

In most cases, receiving a certified cease-and-desist letter prompts the 

recipient to either change the trademark or explore alternative solutions. 

However, in rare cases, the recipient may completely ignore the letter, 

continue using the trademark, or even expand their operations. Some may 

even respond with hostility, daring you to “take legal action.”

In such cases, you may have no choice but to pursue legal, criminal, or 

administrative remedies.
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02. What to Do When You Receive a 
Cease-and-Desist Letter

Receiving a certified cease-and-desist letter is not the same as a legal 

document or lawsuit, but it does carry more weight than an email or 

verbal warning. When sent through a legal representative, it can feel like an 

official prelude to legal action, often leaving the recipient feeling upset and 

unsure how to proceed.

However, upon careful review, in many cases (roughly six out of ten), 

you can find valid reasons to argue that no infringement has occurred and 

resolve the matter simply by responding.
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1. Verify the Trademark’s Authenticity

The first step is to confirm whether the trademark is genuinely 

registered.

• Visit the Korean Intellectual Property Rights Information Service 
(KIPRIS) at www.kipris.or.kr to check the trademark’s status by 
entering the trademark name, registration number, or owner’s 
name.

• Ensure that the sender matches the registered owner. If not, you 
can request proof of authorization.

If the trademark is still under application, it has not been officially 

registered, and therefore the sender does not yet hold enforceable rights. 

It’s worth consulting an expert to determine how likely the application is 

to be rejected, considering that trademark registration can take more than a 

year and a half.

2. Assess Whether the Trademark is Non-Exclusive

Even if the trademark is registered, check whether it contains non-

exclusive elements, such as weak or generic terms. If the trademark 

primarily consists of non-distinctive components (e.g., common words with 

a simple logo), these parts are not protected under exclusive rights. You 
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may be able to argue that your use of a similar term is not an infringement.

3. Check for Dissimilarity Between the Marks and Products

Trademark infringement requires both the trademarks and the products/

services to be similar enough to cause consumer confusion.

• In trademark infringement cases, the scope of similarity is narrower 
than during the trademark registration process.

• Consider whether the registered trademark and your product 
belong to entirely different categories, markets, or industries. If both 
the trademarks and goods are dissimilar, you can argue that no 
infringement has occurred.

4. Determine If You Qualify for an Exemption

➀ In the Case of Trade Name Usage

If one uses their own name (a personal indicator), such as a personal 

name or trade name, in a customary manner, trademark rights cannot be 

enforced against that use. A name (personal name) is not a trademark. It’s 

common sense that one should be allowed to use their own name. For 

example, if “Gukjin’s Bungeoppang” is a registered trademark, it would 

make no sense if a person named Gukjin Kim—sharing the same name—

were not allowed to use his own name.
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A trade name is the same as a personal name. Since a trade name 

is merely the name of a business entity, just like a personal name is not 

subject to trademark rights, trade names are also generally not subject to 

trademark rights. Therefore, one could argue that the sign in use is a trade 

name, not a trademark. (This is trade name usage!)

For example, imagine a business operator who imports and sells 

various foreign products under the trade name “Samsung Logistics Co., 

Ltd.” The business has a website but uses a separate trademark for its 

online store, merely acting as a distributor. All the products sold are from 

foreign brands, and “Samsung Logistics” is just the distribution name.

In this case, if Samsung C&T were to claim trademark infringement 

against this operator, the operator could argue that “Samsung Logistics” 

is only a trade name, that the website has a separate trademark, and that 

all the products sold bear different brand names—thus never having used 

“Samsung” as a trademark. Such an argument is valid.

However, the distinction between a trade name and a trademark can 
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be ambiguous, and trademark rights do not apply when the name is used 

purely as a trade name. Nevertheless, trade names often become trademarks 

in practice.

If the trade name is used in a plain format, without any design, color, or 

logo, it may not be trademark infringement. But if it is stylized, combined 

with a logo, printed on brochures or business cards, or used on websites or 

blogs, it may potentially constitute infringement.

In the above example, if the online store had a separate, distinct 

trademark, the operator could argue that “Samsung Logistics” is merely a 

trade name. However, if the store’s name was the same as the trade name, 

and the name was stylized, combined with a logo, and used in various 

advertisements, then it could potentially be trademark infringement.

Of course, whether something is used as a trade name or as a trademark 

is determined individually by the courts based on the specific circumstances 

and how it is used. There is no universal standard. Paradoxically, this is 

why one could attempt to argue that it was used as a trade name.
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② Asserting Prior Use Rights

If a mark was already in use and somewhat known in Korea before 

another party filed a trademark application, or if a trade name was being 

used according to commercial practices without the intent of unfair 

competition, the mark may continue to be used even after the other party’s 

application is registered. This is known as prior use rights.

Although requirements such as “some degree of recognition,” “in 

accordance with commercial practices,” and “without unfair competitive 

intent” are attached, these are matters of interpretation rather than fact. 

Therefore, if the mark was already in use before the other party’s trademark 

application, it is worth asserting prior use rights.

5. Explore Legal Challenges to the Trademark

If the trademark in question has legal defects (e.g., invalid registration 

or lack of use), you may be able to file for invalidation or cancellation of 

the trademark. Cancellation is particularly effective in cases of non-use, as 

it can prevent damage claims.

• You may also challenge the trademark if it:
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• Mimics a well-known international mark,
• Lacks distinctiveness, or

Was incorrectly registered due to similarity to other trademarks.

6. Respond Appropriately

It is advisable to respond to the cease-and-desist letter rather than 

ignoring it. You can reply via phone, email, fax, or any other medium. 

While there is no required format, it’s better to respond formally if the 

sender used a formal letter.

Your response should convey that you have reviewed the claims 

thoroughly and are taking the matter seriously. This approach can 

sometimes lead to a resolution without further legal proceedings.

7. If No Defense Is Available

If you determine that the trademark is valid, your use constitutes 

infringement, and there are no applicable exemptions, your best course of 

action may be to negotiate with the trademark owner.

• Change the Trademark: Offer to stop using the trademark as soon 
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as possible.
• Request Leniency: Politely request that the owner refrain from 

taking further action.
• Negotiate a Settlement: In some cases, the owner may ask for a 

reasonable settlement fee to cover damages. It may be practical to 
agree to this rather than face costly litigation.

Since most people prefer to avoid lawsuits, as long as there are no 

significant personal conflicts, most trademark owners are satisfied with the 

cessation of trademark use and do not pursue further claims.
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상표메뉴얼북

03. How to Respond to Trademark 
Copycat Registrations

In recent years, there has been a significant decline in trademark 

imitation filings in Korea. This change can be attributed to relaxed 

criteria for rejecting such applications and better-established guidelines 

allowing examiners to actively check for widely-used but unregistered 

prior trademarks.

Additionally, increased awareness of intellectual property and 

government initiatives encouraging registration have made trademark 

and patent filings as routine as obtaining a business license for many 
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companies.

However, situations don’t always go smoothly. Early in business 

operations, companies may overlook trademark filings due to busy 

schedules. In larger corporations, poor communication between 

departments may also lead to missed opportunities.

In foreign markets, businesses may participate in trade fairs and 

exhibitions before fully establishing operations in those countries. Often, 

they fail to complete trademark registration before these events, only 

to discover that someone has already registered an identical or similar 

trademark—sometimes even with the same logo.

So, what can you do in such cases?

1. Opposition and Invalidation Actions

The first step is to determine whether you can file an opposition or a 

registration invalidation claim against the copycat trademark.
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All countries with established trademark laws allow for the rejection 

or invalidation of imitation trademarks, even after registration. Since 

trademarks protect not creative works but rather the principle of first-to-file 

registration, conflicts arise when a party imitates another’s mark to assert 

rights.

The core purpose of trademark law is to protect business goodwill and 

prevent confusion among consumers. Allowing imitations to go unchecked 

would harm both consumers and industries.

However, it’s impractical for trademark examiners to search for every 

prior-used but unregistered mark or make complex judgments about 

protecting such marks against first-filed registrations.

Therefore, trademarks undergo a public notice period before 

registration. During this period, third parties can file oppositions. Even 

after the registration is finalized, it’s still possible to challenge it through an 

invalidation claim.
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2. Cancellation Due to Non-Use

If your business had not established widespread recognition or failed 

to maintain clear evidence of commercial use before the copycat filing, 

opposing or invalidating the trademark based on imitation may be difficult.

In such cases, you can consider filing a cancellation claim for non-

use. Many countries allow trademarks to be canceled if they have not been 

used for a specified period (usually 3 to 5 years). The idea is to prevent 

trademark “squatters” from holding onto unused registrations, thereby 

blocking legitimate use by others.

If a copycat trademark has remained unused since registration, a non-

use cancellation could be an effective option. In most cases, copycat 

registrations are not intended for actual use, making non-use cancellations 

easier than invalidation proceedings.

3. Acquiring the Trademark

Another option is to negotiate and acquire the trademark rights from 

the registrant. Opposition and invalidation proceedings can take at least 
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one year—and sometimes over two years—to conclude, which may not be 

practical if you have urgent business needs.

If time is of the essence, negotiating a trademark transfer might 

be the best approach. However, it’s advisable to initiate an opposition, 

invalidation, or cancellation proceeding beforehand to strengthen your 

bargaining position during negotiations.

Trademark transfer prices vary widely depending on the situation but 

are often surprisingly high. Registrants—especially those aware that the 

rightful owner wants the trademark—are likely to demand a steep price.

While this can be frustrating, securing essential rights through transfer 

may sometimes be the quickest and most pragmatic solution.



  173
04. Well-Known Trademarks Are Protected Even Without Registration

상표메뉴얼북

04. Well-Known Trademarks Are 
Protected Even Without Registration

Trademarks are based on the principle of protecting those who 

register first, which means unregistered trademarks generally do not 

have legal rights.

However, trademark law also aims to protect consumer trust, which is 

just as important as safeguarding the rights of trademark owners. Unlike 

copyright law, which protects creation, trademark law protects choices. 

Although trademark rights are established through registration, they 

ultimately rely on the business reputation or renown that is built through 
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use.

So what happens when an unregistered trademark has become widely 

recognized by consumers, with established goodwill? If hearing the name 

immediately makes people think of a particular brand, should the lack of 

registration mean there are no legal protections? Should another party be 

able to register the trademark without consequence?

Under Korean law, trademarks that are widely recognized and have 

acquired business goodwill, even without registration, are protected 

through various legal mechanisms.

1. Unfair Competition Prevention Act

Even without registration, trademarks that have become widely known 

through use can be protected under the Unfair Competition Prevention Act. 

This law allows trademark owners to send cease-and-desist letters, claim 

damages, or even file criminal complaints to stop imitation by third parties.

Unlike trademark law, which focuses on preventing confusion 
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regarding the origin of goods or services, the Unfair Competition 

Prevention Act aims to prohibit any unfair acts. As a result, it covers a 

broader range of issues than trademark infringement.

For example, parody trademarks may not always be prohibited under 

trademark law. The parody may involve non-similar marks, unrelated 

goods, or make it obvious to consumers that no confusion exists. However, 

under the Unfair Competition Prevention Act, if a parody exploits the 

reputation of a well-known brand or damages its prestige, it may still be 

considered unfair competition.

In a 2016 court case, a Korean fried chicken restaurant named “Louis 

Vuiton Dak” (a play on the luxury brand Louis Vuitton) was ordered 

to stop using the name and pay damages under the Unfair Competition 

Prevention Act. Although consumers were unlikely to believe that Louis 

Vuitton had opened a fried chicken shop, the court ruled that the use of the 

name harmed the distinctiveness and reputation of the luxury brand.
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2. Prior Use Rights

Unregistered but relatively well-known trademarks also have the right 

to continued use under prior use rights.

Trademarks involve a matter of choice, meaning that an unregistered 

mark might have been in use by coincidence before someone else 

registered a similar or identical trademark. If the prior user can prove 

that their trademark was already known to some extent—at least within 

a certain geographic area—they can continue using the mark within their 

original scope of business.

This right is called prior use rights and is typically recognized to 

protect small business owners and local entrepreneurs who have built up 

goodwill with consumers, even if they never registered their trademark.

However, prior use rights do not allow the user to register the 

trademark. Instead, it serves as a defensive right, which can be asserted if 

the trademark owner sues or files a criminal complaint for infringement.
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3. Opposition and Invalidation Actions

If someone files to register a copycat version of a well-known but 

unregistered trademark, that application can be opposed during the 

registration process. If the trademark is already registered, it can be 

invalidated through legal proceedings.

Many trademark disputes arise from efforts to block the registration 

or use of imitation trademarks. Since trademarks aim to protect business 

goodwill and prevent consumer confusion, it is crucial to prevent bad-faith 

registrations.

Recently, the Korean Intellectual Property Office (KIPO) has revised its 

examination guidelines to help trademark examiners actively identify and 

reject imitation applications during the examination process. As a result, 

most copycat applications are now rejected before reaching registration.
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상표메뉴얼북

05. Parallel Imports Cannot Be Blocked

Parallel Imports Are Permitted for Genuine Goods

When foreign products are imported into a country, the typical scenario 

involves a domestic distributor or exclusive agent who signs a distribution 

contract. This agent handles necessary formalities, including permits and 

marketing, in exchange for a guarantee of exclusive import rights for a set 

period.

However, once the brand gains some recognition, direct overseas 

purchases, proxy purchases, and parallel imports by other companies often 
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undermine the efforts of the exclusive distributor.

Unfortunately for these distributors, global legal frameworks generally 

permit parallel imports as long as the goods are genuine. The rationale is 

that since these goods originate from the legitimate trademark holder and 

there is no risk of misleading or confusing consumers about the source, it 

cannot be considered trademark infringement.

In terms of policy, parallel imports are encouraged to foster 

competition, broaden consumer choices, and help stabilize prices.

What Are Genuine Goods?

Genuine goods refer to products that have been legitimately distributed 

with a trademark by the rightful owner. To qualify as genuine, two 

conditions must be met:

1. The product must share essentially the same origin as those sold in 
the domestic market.

2. The product must have the same quality as the domestic version.

As long as these criteria are satisfied, parallel imports are legal.
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The “same origin” condition means that the domestic and foreign 

trademark holders are either identical or have a close legal or economic 

relationship (e.g., a subsidiary owning at least 30% of the parent company’s 

stock or an authorized distribution agreement).

Parallel imports are not genuine in cases where the domestic and 

foreign trademark holders are entirely unrelated. For example, two different 

entities may independently own the same or similar trademarks in different 

countries due to the territorial nature of trademark rights. In such cases, 

importing the foreign product may infringe upon the domestic trademark 

holder’s rights.

The “same quality” condition applies when the product is manufactured 

by the foreign headquarters and imported without modification. However, 

if a domestic trademark licensee produces customized products for the 

local market, parallel imports may be restricted to protect the domestic 

licensee.

For example, K.SWISS had an exclusive licensee in Korea that 
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manufactured and sold products specifically for the local market. Since the 

Korean products differed from those sold internationally, parallel imports 

were not allowed.

What About Counterfeit Goods?

Parallel imports are only legal for genuine goods. Counterfeit goods—

those falsely claiming to be from the trademark owner—are never 

permitted.

Trademark Registration by Importers

There have been cases where exclusive importers registered trademarks 

in their own names, often with the approval of the foreign trademark 

owner. However, if the domestic trademark owner is essentially an 

importer acting on behalf of the foreign trademark owner, parallel imports 

cannot be blocked.

Korea’s Customs Administration has detailed guidelines that prevent 

misuse of trademark registration by importers seeking to hinder parallel 

imports.
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Limitations on Parallel Importers

While parallel imports are legal, importers still face restrictions in their 

marketing and use of trademarks to prevent consumer confusion:

1. Permitted Uses: Trademarks may appear on internal store signs, 
packaging, shopping bags, and promotional materials without 
causing legal issues.

2. Prohibited Uses: Displaying the trademark on external store 
signs and business cards can be considered unfair competition 
if it misleads consumers into believing the importer is an official 
distributor or representative of the trademark owner.

In the Burberry case, a parallel importer placed the Burberry logo 

on their store sign and business cards, creating the false impression that 

they were an official distributor. The court ruled this to be an act of unfair 

competition.

Similarly, if a parallel importer re-packages and sells genuine goods, 

this could harm the trademark’s ability to guarantee product quality and 

origin, leading to trademark infringement.
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Unfair Practices by Exclusive Distributors

The Fair Trade Commission (FTC) in Korea has issued guidelines 

identifying unfair trade practices related to parallel imports. Exclusive 

distributors are prohibited from obstructing parallel imports in ways that 

violate antitrust laws.

The following actions are considered unfair trade practices:

1. Preventing supply: An exclusive distributor pressures the foreign 
trademark owner to stop supplying products to overseas suppliers 
associated with the parallel importer.

2. Tracking and blocking purchases: The exclusive distributor uses 
product codes to trace the purchase channels of parallel imports 
and then pressures overseas suppliers to cease supply.

3. Restricting sales: The distributor requires retailers to refrain from 
selling parallel imports as a condition for selling their own products.

4. Discriminatory practices: Retailers who sell parallel imports may 
face worse prices or supply terms compared to others who comply 
with the distributor’s restrictions.

5. Supply refusal: The distributor may terminate or refuse business 
relationships with retailers who handle parallel imports.

6. Indirect restrictions: The distributor may prohibit wholesalers from 
supplying products to retailers who sell parallel imports.

These restrictions are deemed anticompetitive and unlawful under the 
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Monopoly Regulation and Fair Trade Act. Parallel importers have legal 

grounds to challenge such practices.
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상표메뉴얼북

06. Proxy Purchases May Infringe on 
Trademarks

With the rapid growth of online shopping, various types of 

platforms have emerged, including direct purchasing , shipping 

proxies, proxy purchases, and overseas delivery services. Recently, a 

significant ruling was issued regarding proxy purchase operations, which 

straddle the line between direct purchases and overseas delivery.

In this case, the defendant operated a proxy purchase business via 

Naver Storefarm, selling Chinese products that turned out to be counterfeit. 

When charged with trademark infringement, the defendant argued the 
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following:

1. Proxy purchases do not constitute sales, so the use of trademarks is 
not a violation of trademark law.

2. Since they were unaware that the goods were counterfeit, they 
lacked the intent to violate trademark law.

However, the Daegu District Court ruled as follows:

1. Displaying or advertising a trademark qualifies as “use” under 
trademark law, regardless of whether the advertisement is intended 
for sales or proxy purchasing purposes.

2. Intent to infringe can be established even under a concept 
known as willful blindness. The court concluded that the 
defendant knew the advertised goods might be counterfeit 
but accepted that risk, thus showing sufficient intent. 
The defendant’s  c la im of  unawareness was rejected.…
(Daegu District Court, Case No. 2021NO2551, April 22, 2022)

Understanding Proxy Purchases

Direct purchases involve a consumer directly ordering products from 

overseas online stores. If direct shipping to Korea is unavailable, the 

consumer may use a shipping proxy service.

Proxy purchases,  on the other hand, involve a domestic online store 
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that advertises and describes products in detail (including customer 

reviews) and handles the transaction using the buyer’s personal customs 

clearance number. The product is then shipped directly to the customer 

from the overseas store.

While proxy purchases may appear similar to direct purchases, the 

presence of detailed product pages and additional features makes them 

functionally equivalent to operating a standard online store.

In direct purchases, small quantities bought for personal use are 

generally not considered trademark or patent infringement since there is no 

commercial use. However, running an online store with detailed product 

pages constitutes commercial use, making trademark usage part of the 

business operations. Advertising products as part of proxy purchasing can 

still be considered a form of trademark use. If the advertised product is 

counterfeit, it may result in trademark infringement.

Only Genuine Goods Are Permitted

If the goods are genuine, proxy purchasing or direct purchases are not 
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an issue. Trademark law cannot restrict genuine goods’ distribution.

Genuine goods are defined as products that:

1. Originate from the legitimate trademark holder, whether domestic 
or international.

2. Maintain the same quality between domestic and international 
versions.

The trademark holders in the export and import countries do not need 

to be exactly the same entity. If they are related by ownership or licensing 

agreements, the goods are considered genuine under the same principles 

that allow parallel imports.

However, counterfeit goods cannot be distributed. Two examples of 

potential trademark infringement include:

1. Re-importing counterfeit goods that were manufactured and sold 
abroad.

2. When the domestic and foreign trademark holders are entirely 
unrelated entities. In such cases, a product may be genuine abroad 
but considered counterfeit under Korean trademark law due to the 
principle of territoriality.
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Trademark and Intellectual Property Due Diligence

In addition to trademark issues, businesses must consider patent and 

design rights. Trademark law, as well as patent and design law, operates 

on a territorial basis. Therefore, a separate domestic intellectual property 

holder may exist.

It is not uncommon for online retailers importing products from China 

to face intellectual property infringement claims from domestic rights 

holders. This can result in legal actions or lawsuits without prior notice.

Recommendations for Proxy Purchases and Online Stores

Regardless of whether you run a proxy purchasing service, an online 

store, or a domestic exclusive distribution business, it is crucial to conduct 

a preliminary trademark and intellectual property check. This includes 

verifying the trademark registration status to avoid potential disputes.
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상표메뉴얼북

07. How to Handle Overseas Trademark 
Disputes

With platforms like Amazon, Taobao, Tmall, and Shopee facilitating 

easy access to foreign markets, and global advertising opportunities 

through platforms like Google, Instagram, and Facebook, trademark 

disputes have become more frequent.

You may find yourself needing to take action against counterfeit 

products, or conversely, receiving demand letters claiming trademark 

infringement. Platforms may handle intellectual property (IP) infringement 

complaints by requesting a statement or even removing your product 
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listings. Although full-scale lawsuits are rare, temporary injunctions may 

still occur.

However, there’s no need to panic or immediately comply with 

demands. Overseas trademark disputes generally follow the same 

principles as domestic cases.

Effectively Use Demand Letters

Case 1: H Company

H Company, which imports and distributes household goods like 

cosmetics and dietary supplements, discovered a suspicious account on 

Instagram. The account used a name very similar to their brand and was 

marketing products with packaging and designs nearly identical to H 

Company’s. Further investigation revealed that the infringing company was 

based in Singapore and selling the products across Southeast Asia through 

Shopee.

Upon inquiry with Singapore’s trademark office, H Company found 

that the competitor had already filed a trademark application there. 
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Fortunately, H Company had already registered trademarks in major 

countries, including Singapore.

To address the issue, H Company:

1.	 Filed an opposition to the Singapore trademark application, 
claiming it was too similar to their registered trademark.

2.	 Sent a cease and desist letter requesting the competitor 
withdraw the trademark application and stop using the trademark.

After initially denying any similarity, the competitor eventually agreed 

to withdraw their application and change the trademark after H Company 

presented evidence of imitation, such as website details and packaging 

comparisons.

This proactive approach prevented further product distribution damage 

and avoided the time and costs of prolonged litigation.

Negotiation Is Possible Even in Infringement Cases

Case 2: L Company

L Company received a demand letter from a British sports broadcasting 

company claiming that L’s YouTube account name and trademark were 
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similar to theirs. The British company requested that L Company cancel 

their UK trademark registration and delete the account.

While the two companies operated in overlapping sports-related 

industries, L Company argued that:

• The trademarks were distinguishable overall.
• Their business was sponsorship and sports review content rather 

than broadcasting.

Following multiple exchanges, both companies agreed to coexist, with 

L Company limiting their content to sponsorship promotion and retaining 

their trademark and YouTube account without further costs.

Case 3: H Company (Nail Products)

H Company, a nail product manufacturer, received a demand letter 

from a Finnish company about trademark issues in Europe and Japan. 

However, H Company confidently demonstrated that their trademark was 

distinct. After sending a well-prepared response, the Finnish company did 

not pursue the matter further.
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Handling IP Infringement Complaints on Platforms

Many online platforms have systems to handle intellectual property 

infringement complaints. Although procedures vary, platforms generally 

allow sellers to submit a defense statement.

Case 4: M Company

M Company, which sold sleep masks on Amazon, faced a complaint 

for allegedly infringing a U.S. design patent. Amazon immediately 

removed the product from its listings. After reviewing the design patent, 

M Company found that there were significant differences between the 

patented and their product, particularly in the mask’s structure.

M Company submitted an English defense statement, and Amazon 

reinstated the product listing.

Case 5: G Company

G Company, selling smartphone grips on Shopify, received a trademark 

complaint for using the term “popsocket” in product descriptions. The 

complainant argued that “popsocket” was a registered U.S. trademark.
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G Company had assumed the term was generic. Fortunately, since 

their product carried a different brand name, they removed all references to 

“popsocket” from product descriptions, notified both the platform and the 

trademark holder, and successfully resolved the issue.

Key Takeaways for Overseas Trademark Disputes

Given the ease of global market entry, trademark disputes can arise 

anywhere. However, the core principles of trademark law are similar 

worldwide. Evaluate the legitimacy of the claims with an expert and 

respond calmly.

If counterfeit products cause problems, don’t hesitate to take action, 

even against foreign companies. Proactively using demand letters, 

responses, and defense statements can often lead to efficient resolutions. 

While lawsuits or criminal complaints may sometimes be necessary, 

settling through communication is often preferable due to the complexity 

of overseas litigation.
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08. Search Ad Keywords Can Be 
Trademarks

As the online era takes center stage, the importance of branding 

has grown significantly. In the past, consumers associated products 

with specific locations—clothes from Dongdaemun, tools from 

Cheonggyecheon, and electronics from Yongsan. But that geographical 

perception is long gone now that everything can be purchased through 

online shopping malls.

In this digital age, brands play a crucial role since consumers no longer 

rely on store locations and instead focus entirely on the product itself.
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Online branding can take many forms, including product names, 

business names, domain names, social media account names, search ad 

keywords, and hashtags. These elements can also function as trademarks.

Domain Names Can Be Trademarks

Domain names are registered on a strict first-come, first-served basis. 

As long as an identical domain name does not exist, registration is allowed 

(e.g., you can register abc.co.kr even if abc.com is already taken).

However, domain names can also be trademarks, requiring caution. 

While domain names themselves provide no exclusive rights, a registered 

trademark grants nationwide exclusivity. Trademark owners can request the 

cancellation or transfer of a domain name if it infringes on their trademark 

rights, as stipulated by the Internet Address Resources Act.

When launching a business or new venture, many entrepreneurs 

prioritize registering domain names without first checking trademark 

availability. It’s advisable to check whether similar domain names are 

already owned by others or registered as trademarks in the country. 
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Additionally, if you plan to expand overseas, you should verify trademark 

registration in key foreign markets.

Social Media Account Names Can Be Trademarks

Names, as personal identifiers, are generally not considered trademarks 

and thus are not subject to trademark rights. However, depending on how 

they are used, social media account names can function as trademarks and 

may infringe on registered trademarks.

Social media platforms like Instagram and Facebook, initially designed 

for personal interaction, are now vital tools for corporate marketing 

and brand promotion. Companies use these platforms to build strong 

connections with consumers.

For example, Motemote, a stationery brand known for its “Ten Minute 

Planner,” actively promotes itself through social media. The brand’s social 

accounts engage with users by liking and resharing posts where customers 

showcase their planners. No one perceives the Motemote account as a 

personal profile—it’s clearly a corporate account used for marketing, and 
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the account name functions as a trademark.

If someone were to impersonate Motemote by creating a similar 

account and promoting or selling identical products, it would likely 

constitute trademark infringement since Motemote is a registered 

trademark.

Search Ad Keywords Can Be Trademarks

Keywords used in search advertisements can also function as 

trademarks. While most consumers use general, non-distinctive keywords 

like “peach” or “yellow peach” to search for products, there are instances 

where they directly input brand names as keywords.

For instance, consider a shoe company unrelated to Adidas that sets up 

a search ad using “Adidas” as a keyword. When consumers type “Adidas” 

in the search bar, the ad redirects them to this unrelated company’s website 

instead of Adidas’s official site.

Korean courts have ruled that using another company’s brand as a 
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search ad keyword can constitute trademark infringement. Therefore, 

caution is necessary when setting up search ad campaigns.

Be Cautious with Hashtags

Just as search ad keywords can be considered trademarks, hashtags can 

also serve a trademark function.

For example, if someone uses hashtags like #NewBalance or 

#NewBalanceShoes in their posts to promote products unrelated to New 

Balance, they can benefit from increased exposure when consumers search 

for those hashtags. However, this practice may infringe on New Balance’s 

trademark rights.

Trademark law does not tolerate unauthorized free-riding on the 

reputation of well-known brands. Using another brand’s name to attract 

attention without permission may lead to legal consequences.
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상표메뉴얼북

09. Parody: Fun but Proceed with 
Caution

There is a domestic brand called Playnomore that gained fame with 

its “eye bag” known as Shygirl. This bag was a playful parody of the 

French luxury brand Hermès’ Birkin 

bag, featuring large cartoonish eyes on 

the design. Its creative and humorous 

approach sparked a global craze, with 

international celebrities placing orders.

The brand experienced explosive growth, achieving collaborations 
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with other major brands such as Laneige and Samsonite, and within just 

three years of its founding, it expected annual sales of 15 billion KRW 

(approximately 150 million USD).

However, parodies of luxury brands often carry significant legal risks, 

as they may constitute acts of unfair competition and could be prohibited 

from use.

In 2015, Hermès filed a lawsuit against Playnomore, claiming unfair 

competition. In 2020, the Supreme Court of Korea ruled that Playnomore’s 

eye bag constituted an act of unfair competition by diluting the value and 

reputation associated with Hermès’ Kelly Bag.

The court recognized that Hermès’ Kelly Bag has a trade dress—

a product’s distinctive design functioning as a trademark that indicates 

its origin. The court found that Playnomore’s parody design could harm 

Hermès’ business reputation and diminish the perceived exclusivity 

and value of its product. This could lead potential customers to forgo 

purchasing Hermès products in favor of Playnomore’s alternatives.
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Parody in Copyright vs. Trademark Law

The concept of parody originates from copyright law, which aims to 

promote cultural development. Parodies that demonstrate creativity and 

originality are typically allowed under copyright law. However, when 

the subject of parody is a famous product rather than a creative work, 

trademark law comes into play, considering both the trade dress and the 

commercial value associated with the product.

In such cases, parody may not be legally recognized. Instead, it may be 

deemed an act of unfair competition, subject to legal prohibition.

For example, in 2016, The Face Shop collaborated with the U.S. brand 

My Other Bag to release cushion foundation products featuring prints of 

Louis Vuitton bags. My Other Bag is known for eco-friendly tote bags 

with printed parodies of 

luxury handbags, which 

were deemed legal 

parodies in the United 

States.
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However, in December of the same year, Louis Vuitton sued The Face 

Shop, claiming unfair competition. The Korean court ruled that The Face 

Shop had imitated Louis Vuitton’s trade dress, exploiting the prestigious 

image and customer appeal associated with the brand for profit while 

diluting its value.

Similarly, a fried chicken restaurant 

that served chicken in Louis Vuitton-style 

packaging under the name “Louis Vuiton 

Dak” (Dak meaning chicken) was also found 

guilty of unfair competition and prohibited 

from using the brand name and packaging 

under the Unfair Competition Prevention 

Act.

Parody Trademark Risks

Parody trademarks can quickly attract consumer attention and add an 

element of humor to marketing, making them tempting for marketers to try. 

However, South Korea does not have clear legal provisions allowing the 
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fair use of trademarks or designs for parody purposes.

In many cases, courts have ruled that parody trademarks dilute the 

reputation and value of well-known brands. As a result, using parody 

trademarks without permission is risky and requires careful consideration 

to avoid potential legal issues.
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Epilogue: A Brand is Forever

Unlike patents or designs, which have short lifespans and change 

constantly, brands build reputation and trust over time through 

continuous use. Once a brand earns recognition and credibility, it becomes 

deeply embedded in consumers’ memories, almost as if it were a living 

entity.

There was a brand called Sun Furniture, a well-known mid-sized 

furniture company until the early 1990s. Due to financial difficulties, the 

company ceased production in March 1991. Despite this, many furniture 

companies continued using the name in advertisements for years. Even as 

late as 2005, “Sun Furniture” was being used as a keyword in Naver search 
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ads.

The Sun Furniture trademarks, registered under Sunchang Industries 

Co., Ltd., remained valid until 2006 but eventually expired.

Then, in 2007, a year after the trademarks had expired, an individual 

in Incheon filed for the SUNFURNITURE trademark and successfully 

registered it in 2008.

Upon discovering this, Sunchang Industries filed a lawsuit to 

invalidate the registration. They argued that Sun Furniture was still 

widely recognized in Korea at the time of the application and that the new 

trademark registration was an attempt to exploit the brand’s reputation 

and deceive consumers. Despite more than 15 years having passed since 

production stopped, they claimed the brand was still well-known among 

consumers. The Supreme Court sided with Sunchang Industries, ruling 

that the individual’s registration was invalid. The court stated that even 

if Sunchang Industries had no intention of continuing to use the Sun 

Furniture brand, the trademark was still recognized by consumers as 
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belonging to a specific company. The court also found that the individual’s 

registration was made with malicious intent, seeking unjust benefits by 

leveraging the brand’s established reputation.

“Even if the imitated trademark is not currently in use 

or the rights holder has no clear intent to continue its 

use, if the trademark is still recognized by consumers 

domestically or internationally due to past usage and 

reputation, and if the applicant seeks unjust profits by 

exploiting this reputation or causes harm to the rights 

holder, the registration may be considered invalid.” 

(Supreme Court ruling, May 9, 2013, Case No. 2011Hu3896)

In Sun Furniture’s case, production ceased in 1991, and all trademark 

registrations expired in 2006. However, advertisements continued through 

dealerships until 2007, maintaining the brand’s presence in the market. 

Therefore, the court concluded that the 2007 trademark application was 

made in bad faith to take advantage of the brand’s remaining reputation 

and should be invalidated. Despite being unused for over 15 years, the 
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court emphasized the importance of protecting consumer trust in enduring 

brands.

There are many other brands that, though no longer in operation, 

remain etched in people’s memories. Cyworld, which narrowly survived 

bankruptcy, is unforgettable to an entire generation of South Koreans. 

Brands like Kodak, from the era of film cameras; iRiver, from the age 

of MP3 players; Tower Records, a gathering spot for music enthusiasts; 

Pan Am, a symbol of American aviation; and Compaq, once the world’s 

second-largest PC company, all live on in people’s minds.

It is said that the music people loved in their youth remains their 

favorite for life. Similarly, successful brands reflect their era and 

become forever engraved in the memories of those who lived through it. 

Trademarks merely trace these enduring imprints.

To all the marketers out there, I wish you success in creating lasting 

brands of your own.
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